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Fox Firm Corporation v. FepeErRAL TrapE CoMmMIsSsION 
(296 F. R. 353) 


United States Circuit Court of Appeals, Second Circuit 
January 7, 1924 


Usrark Competition—Feperat Trape Commission Act—Speciric Act oF 

Unratr Competition ENJOINABLE. 

The Federal Trade Commission Act refers specifically to unfair 
methods of competition—which does not mean that the general prac- 
tice of the offender must be unfair in competition. One act that con- 
stitutes an unfair practice may of itself be offensive to the Act. 

Same—SaME—DeEFENSE OF ABANDONMENT OF Acts COMPLAINED OF. 

The fact that a corporation which has engaged in unfair methods 
of competition has discontinued such methods and promises to follow 
a different practice does not deprive the Federal Trade Commission 
of authority to demand the corporation to desist from using such 

methods. 

’ Same—Same—Rerssve or Otp Puorortays as New. 

| Where respondent, a producer of motion picture plays, reissued 
three old plays under new names, as new productions not before ex- 
hibited, and induced the public to believe that they were new pictures, 
such conduct held to support an order to desist from reissuing old 
pictures under new titles, as unfair competition. 

SamMe—Same—Errect or Orper to Desist. 

An order of the Federal Trade Commission directing a manu- 
facturer of moving picture films to desist from reissuing old films 
under new titles, as new pictures, and from advertising them as 
never having before been exhibited, does not prohibit the remaking 

of a photoplay, wherein an entirely new cast is used, or an entirely 
new production is made, or where the original title is used, or refer- 
ence made thereto in advertising the picture. 


Petition to review an order of the Federal Trade Commission 
directing the petitioner to cease and desist from methods of unfair 
competition in trade. Order affirmed. 


Saul E. Rogers, of New York City (Percy Heiliger, of New 
York City, of counsel), for petitioner. 
Adrien F. Busick, of Washington, D. C., for respondent. 


Before Hoven, Manton and Mayer, Circuit Judges. 


: Manton, Circuit Judge: Under the authority of the act of 
September 26, 1914 (38 Stat. 717 [Comp. Stat. § 8836a]), the 
} respondent filed a complaint against the petitioner, alleging that it 


was engaged in the production of photoplays, and leased and sold 
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its products to the owners and operators of moving picture theaters 
throughout the United States, granting the right to exhibit said 
photoplays to the public. It is admitted that the petitioner, in leas- 
ing and selling to the exhibitors, maintains agencies at various cities 
in the several states of the United States. It makes positive photo- 
plays produced by it and packs the same in such manner as to be 
adapted for use in motion picture projecting machines. These are 
called films, and the photoplays are known in the trade as releases. 
It ships to its agencies in several states from New York City. The 
petitioner is therefore engaged in interstate commerce. Binderup 
v. Pathé Exchange (Supreme Court, Nov. 19, 1923) 44 Sup. Ct. 
96, 68 L. Ed. 114. 

The parties stipulated the facts and they had been embodied 
in the findings of the Commission. It is stipulated that, when a 
picture has been run and generally exploited in the United States 
or in a considerable portion of it, and it is again offered for ex- 
hibition at a later period, it is commonly known as a reissue or re- 
vival; that, according to the accepted practice, usage, and custom 
of this industry, unless the original title of the picture is retained, 
or the picture is so described in the contract between the producer 
and the exhibitor and in the advertising matter as a reissue or 
revival of a photoplay previously released, it is understood by the 
exhibitor and the public that the photoplay to be furnished or 
screened is or will be a new picture ; that is to say, a continuity not 
previously exhibited or exploited throughout any considerable por- 
tion of the United States. On December 18, 1916, the petitioner 
released a motion picture which was entitled “The Love Thief,” 
and on May 28, 1917, it released a motion picture which was en- 
titled “The Silent Lie,” and on September 17, 1917, it released a 
motion picture entitled ‘““The Yankee Way.” These pictures were ex- 
tensively exploited and exhibited throughout the United States. They 
were known at the time as feature pictures, being ordinary five-reel 
pictures designed for the principal part of an ordinary motion 
picture theatre program. It is stipulated that in the course of the 
season of 1919-1920 the petitioner reissued the old picture of “The 
Love Thief” as “The She Tiger,” reissued the old picture of ‘The 
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Silent Lie” and entitied it “Camille of the Yukon,” and reissued the 
old picture of “The Yankee Way” and entitled it “Sink or Swim.” 
It furnishes each of these three pictures so retitled to exhibitors in 
various states of the United States in connection with leases pro- 
viding for the petitioner's so-called program series of pictures. All 
other pictures furnished under such program contracts to exhibitors 
were new pictures. 

The petitioner furnished exhibitors with bill-posters and other 
matter for use in advertising the photoplays to the public. In no 
way did the petitioner disclose that the pictures so furnished, or 
any of them, were reissues. The advertising matters furnished 
exhibitors by petitioner in connection with the picture “Sink or 
Swim” conspicuously displayed the legend “William Fox presents 
George Walsh in ‘Sink or Swim,” and in connection with “The 
She Tiger’ it conspicuously displayed the legend “The She Tiger 
from the famous novel “The Love Thief’ by N. P. Niessen.” The 
advertising furnished exhibitors in connection with the picture 
“Camille of the Yukon” displayed the legend “Based on Larry 


” 


Evans’ Alaskan novel ‘The Silent Lie.’ Various exhibitors, who 
received these three photoplays from the petitioner, used this 
advertising matter to advertise the exhibition of the pictures with- 
out further disclosing to the public that they were old pictures. It 
was, in effect, stipulated that, without further information from 
the petitioner or its agents that any or either of the pictures were 
reissues, the exhibitors believed them new pictures and advertised 
them for exhibition with the bills and posters supplied by the 
petitioner, and in some instances they received complaints from 
patrons of their theaters who claimed to have been misled into 
believing them new pictures. In effect, it was stipulated that, in 
communities where pictures were received and advertised, patrons 
attended the exhibition under the belief that they were new pic- 
tures. 

The petitioner concedes that it is engaged in competition with 
other persons, partnerships, and corporations similarly engaged. 


Through its agency, it enters into leases, and contracts with ex- 


hibitors, agreeing to furnish the exhibitors over a fixed period its 
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current releases, and grants the right to exhibitors to exhibit the 
same to the public for a stated number of performances. The 
president of the petitioner, in effect, testified that it has never 
been the general practice or policy of the petitioner to exploit, 
sell, or lease old pictures under new names, or to reissue pictures 
under any names other than those of their original release; that 
the practice or policy of reissuing of old pictures under new names 
is obnoxious to him and to the motion picture industry, “‘and in- 
defensible from any ethical or business standpoint; that of the 
multitude of motion pictures or photoplays produced by respondent 
he knows of no instance, except those involved in this proceeding, 
in which respondent has reissued any old pictures under new names; 
that with respect to the above pictures there was no attempt to 
mislead the exhibitors or the public that said pictures were not 
reissues.” The order to cease and desist provides: 

“That the respondent Fox Film Corporation, its agents, servants, and 
employees, cease and desist from directly or indirectly advertising, selling 
or leasing, of offering to sell or lease, reissued motion picture photoplays 
under titles other than those under which such photoplays were originally 
issued and exhibited, unless the former titles of such photoplays and the 
fact that they theretofore have been exhibited under such former titles 
be clearly, definitely, distinctly, and unmistakably stated and set forth, 
both in the photoplay itself and in any and all advertising matter used in 


connection therewith, in letters and type equal in size and prominence to 
those used in displaying the new titles.” 


While the findings of the Commission embraced but three 
pictures where the unfair methods were practiced, that is sufficient 
to support the order to desist. It is now well recognized that the 
act refers specifically to unfair methods of competition. This 
does not mean the general practice of the offender must be unfair 
in competition. General practice may involve many methods, each 
conceived and to be applied for its particular desired result. One 
act that constitutes an unfair practice may of itself be offensive to 
the act. Congress had in mind, in this legislation, the prevention 


of acts which amount to unfair methods of competition, whatever 
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their inception." Federal Trade Comm. v. Gratz, 253 U. S. 421, 
40 Sup. Ct. 572, 64 L. Ed. 993. To meet this, the Anti-Trust 
Law was supplemented. To violate the Sherman Act (Comp. St. § 
8820 et. esq.), it is necessary to find that the practice has grown 
to such proportions and strength that the business and practice is 
obnoxious as a trust or monopoly and restrains trade. 

No better illustration may be exampled than the instant case 
of these three offenses or acts, which are unfair restraints of trade 
and damage the competitor who sells to the exhibitors. The 
Federal Trade Act (Comp. St. §§ 8836a-8836k) was intended to 
reach such unfair business methods when the Anti-Trust Law 
could not do so. The Commission may restrain an act which tends 
so unduly to hinder competition as to permit the act to be classed 
as an unfair method of competing. An act which involves such 
fraud in competition as to render it unfair is an act within the 
condemnation of this statute. It is by stopping its use before it 
becomes a general practice that the effect of an unfair method in 
suppressing competition is destroyed and competitors protected. 


* Senator Cummins, chairman of the committee which reported the bill, 
said (Cong. Rec. vol. 51, p. 11455): “Unfair competition must usually 
proceed to great lengths and be destructive of competition before it can 
be seized and denounced by the Anti-Trust Law. In other cases it must 
be associated with, coupled with, other vicious and unlawful practices in 
order to bring the person of the corporation guilty of the practice within 
the scope of the Anti-Trust Law. The purpose of this bill in this section 
and in other sections which I hope will be added to it, is to seize the 
offender before his ravages have gone to the length necessary in order to 
bring him within the law that we already have. We knew little of these 
things in 1890. The commerce of the United States has largely developed 
in the last 25 years. The modern methods of carrying on business have 
been discovered and put into operation in the last quarter of a century, 
and as we have gone on under the Anti-Trust Law and under the decisions 
of the court in their effort to enforce that law, we have observed certain 
forms of industrial activity which ought to be prohibited, whether in and 
of themselves they restrain trade or commerce or not. We have discovered 
that their tendency is evil; we have discovered that the end which is in- 
evitably reached through these methods is an end which is destructive of 
fair commerce between the states. It is these considerations which, in 
my judgment, have made it wise, if not necessary to supplement the Anti- 
Trust Law by additional legislation, not in antagonism to the Anti-Trust 
Law, but in harmony with the Anti-Trust Law, to more effectively put 
into the industrial life of America the principle of the Anti-Trust Law, 
which is fair, reasonable competition, independence to the individual, and 
disassociation among the corporations. * * *” 
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False and misleading advertising or representations concern- 
ing hosiery was held to be an unfair method of competition. Win- 
stead Hosiery Case, 258 U. S. 483, 42 Sup. Ct. 384, 66 L. Ed. 729. 
In that case a manufacturer's practice of selling underwear and 
other knit goods made partly of wool was to label it “Natural 
Merino,” “Natural Worsted,” and “Natural Wool.” This product 
was purchased by the consuming public in the retail trade as in- 
dicating pure wool fabrics. It misled part of the public into 
buying, as all-wool garments, garments made largely of cotton, 
and aided and encouraged misrepresentation by unscrupulous re- 
tailers and other salesmen. It was held to be an unfair method 
of competition as against manufacturers of like garments made of 
wool and wool and cotton, who branded their products truthfully, 
and therefore should be suppressed under section 5 of the Federal 
Trade Act. It was held, further, that such method of competition 
does not cease to be so because competitors became aware of it, 
or because it becomes so well-known to the trade that retailers, as 
distinguished from consumers, are not deceived by it. 

The pictures in the instant case were presented in the advertis- 
ing matter and misrepresented by the petitioner to the exhibitors as 
new pictures, when they were in fact old. The exhibitors in the 
trade had a right to expect that a new name described a new 
picture. The exhibitors were accordingly deceived. It had been 
the custom to entitle the photoplay products truthfully. Fox's 
stipulated testimony concedes this. In Royal Baking Powder Co. v. 
Federal Trade Comm.( C. C. A.) 281 Fed. 744, the petitioner, 
due to the increased cost of cream of tartar, discontinued manu- 
facturing its widely advertised brand of cream of tartar baking 
powder, which had been on the market for 60 years, and began to 
manufacture a phosphate baking powder, and advertised it for sale 
at about one-half the former price, under practically the same 
trade-name and put up in the same containers. This court held 
that the finding to the effect that this was misleading to the public 
and unfair to other manufacturers selling cream of tartar baking 
powder was justified, and that false and misleading labeling and 
advertising inducing the public to believe that the phosphate bak- 
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ing powder it was manufacturing was the same as the more ex- 
pensive cream of tartar baking powder which it had formerly 
manufactured was an unfair method of competition and could be 
prevented by the Trade Commission. 

The fact that the petitioner has discontinued this misrepre- 
sentation, and promises a business practice which will forbid the 
publishing of false advertising in the future, does not deprive the 
Commission of authority to command the company to desist from 
such advertising, for it is not obliged to assume that false repre- 
sentations or publications or advertising will not be resumed. 
Guarantee Vet. Co. v. Federal Trade Comm. (C. C. A.) 285 Fed. 
860. This record establishes that exhibitors were actually misled 
by the contracts and the advertising matter into belief that the 
pictures purchased for exhibtion were new pictures. The case, 
therefore, presents the instance of a producer and distributor 
misrepresenting the quality of his goods in his contracts, and in 
his advertising matter misrepresenting them so that the trade, 
apart from the public, was misled and deceived. In the reissuance 
of the old pictures under the new titles, without any intimation or 
notice concerning their origin or history, the petitioner was passing 
off one of its products for another of its products—that is to say, 
one of its old productions for a new production. This order to 
desist will not prohibit the remaking of a photoplay in which an 
entirely new cast is used, or an entirely new production is made, 
or where the original title is used or reference made thereto in 
the advertising of the picture. There is no objection to the use of 
the former photoplay, if the name be not changed and no deception 
be practiced in its release to the exhibitors or its exhibition. 

The order of the Commission is affirmed. 
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CarTHAGE Tospacco Works v. BarLow-Moore Tosacco Co. 
(296 F. R. 142) 


United States District Court, Western District of Kentucky 


February 7, 1924 


Trape-Marks—INrrinGeEMENT—“Rep Lear” ror Tosacco—Descriptive 

Term. 

The words “Red Leaf” used on tobacco, while they many not be 
regarded as a generic term, or as representing a particular kind of 
tobacco, do represent a grade of or quality in the tobaccos used by 
the parties, and hence do not point distinctively to the origin of the 
brand of tobacco manufactured by them. 

Unrarr Competition—Use or Lasers Havinc DirrerentTiaTING Features 

—APpPrEeAL—DIsMISSAL. 

Where defendant and plaintiff both used on their tobacco labels 
the words “Red Leaf” but the other features of the respective labels 
were strikingly dissimilar, and there was no evidence of fraud or 
deception in the adoption of defendant’s label, the charge of unfair 
competition could not be sustained and the bill was dismissed. 


In equity. Suit for trade-mark infringement and unfair 
competition. Injunction denied, and bill dismissed. 


Edwin C. Henning, of Evansville, Ind., and H. B. McGinness, 
of Carthage, Tenn., for plaintiff. 

N. P. Sims and John B. Rodes, both of Bowling Green, Ky., 
for defendant. 


Moorman, District Judge: This suit was brought by the 
Carthage Tobacco Works, a Tennessee corporation, against the 
Barlow-Moore Tobacco Company, a Kentucky corporation, to re- 
strain defendant from using, and for damages for an infringe- 
ment of, plaintiff's trade-mark, and for similar relief against un- 
fair competition resulting, as alleged, from defendant’s imitating 
certain labels and wrappings used by plaintiff in selling the 
tobaccos that it manufactures. On this final hearing it is neces- 
sary to consider but two questions: First, whether the words, marks, 
or devices used by defendant on its manufactured product are 
calculated to deceive the public and enable defendant to sell its 
product as that of plaintiff, thus constituting an infringement of 
the latter's trade-mark; and, second, has defendant, either in its 
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manner of soliciting business or marketing its goods, been guilty 
of unfair competition? 

One phase of the question of infringement can be somewhat 
simplified by an examination and comparison of the trade labels 
used by the parties. Plaintiff's label bears the impress of its 
trade-mark, which was registered in the United States Patent 
Office in 1901. The label has a bright yellow background, on 
which there is a large square, formed by double lines in red, in 
the center of which is the emblem of a leaf crossed by a twist of 
tobacco, both brown in color. Above the emblem are the words 
“Carthage Tobacco Works,’ beneath which and partially on the 
brown background are “Red Leaf,” beneath which is “Smoking” 
and, under that, “Tobacco,” all in large red type, and the latter 
two on the brown background. Beneath the leaf, in small red 
letters, are the words ““Trade-Mark,” and at the bottom of the 
label, within the square, in large red letters, are “Carthage, Tenn.,” 
under which, in similar, but smaller, type, are the words “Factory 
No. 119.” The label used by defendant was adopted in 1916, 
but the marks and words thereon have never been registered. It 
is about the same size as the label used by plaintiff, but the 
background is of dull yellow. A square of single black lines is 
printed on the label, and within and near the top of the square, 
in heavy black type, are the words “Moore’s Red Leaf,’ beneath 
which is a small picture of Moore, one of the officials of defendant. 
Under the picture are printed, in large black letters, “Smoking 
Tobacco.” The labels attached to the twisted tobaccos sold by 
the parties are of metal and smaller than the paper labels, but in 
lettering, arrangement, and devices are identical with the corre- 
sponding paper labels. 

It is insisted by plaintiff that the general effect and appear- 
ance of defendant’s label tends to induce the belief that the goods 
to which it is attached are those manufactured by plaintiff under 
its established trade-mark. In this contention the court is unable 
to concur, for, although there is a slight similarity between the 
labels in background and in the use of the words “Red Leaf,” 


there is, as will be seen from the preceding descriptions, such a 
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marked difference in the main features of the two that even the 
most cursory examination would reveal no similarity in general 
appearance. Hence there can be no mistaking of the one for the 
other, and necessarily, therefore, no infringement of plaintiff's 
trade-mark, unless the words “Red Leaf,” by long association with 
plaintiff's brand, have come to be understood as exclusively in- 


dicating that product. This necessitates a consideration of the 
effect and purpose of the use of those words by defendant. 

The general rule as to the use of a name or device as a trade- 
mark, as laid down in Columbia Mill Co. v. Alcorn, 150 U. S. 460, 
14 Sup. Ct. 151, 37 L. Ed. 1144, is: 


“That to acquire the right to the exclusive use of a name, device, or 
symbol, as a trade-mark, it must appear that it was adopted for the 
purpose of identifying the origin or ownership of the article to which it 
is attached, or that such trade-mark must point distinctively, either by 
itself or by association, to the origin, manufacture, or ownership of the 
article on which it is stamped. It must be designed, as its primary object 
and purpose, to indicate the owner or producer of the commodity, and 
to distinguish it from like articles manufactured by others.” 

It was also said in that opinion that a trade-mark “cannot 
consist of words in common use as designating locality, section, or 
region of country’; and a similar ruling is that “a generic name, 
or a name merely descriptive of an article of trade, of its qualities, 
ingredients, or characteristics,” is not subject to protection as a 
legal trade-mark. Goodyear Co. v. Goodyear Rubber Co., 128 
U. S. 598, 9 Sup. Ct. 166, 32 L. Ed. 535. But it also is well 
settled that words which are not in themselves a valid trade-mark 
may, by association with the goods of a particular manufacturer, 
acquire a secondary significance denoting a product of the manu- 
facturer, and thus be employed as a trade-mark, and as such be 
entitled to protection. Lawrence Mfg. Co. v. Tennessee Mfg. Co., 
138 U. S. 537, 11 Sup. Ct. 396, 34 L. Ed. 997; Singer Mfg. Co. 
v. June Mfg. Co., 163 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118; 
French Republic v. Saratoga Vichy Co., 191 U. S. 427, 24 Sup. 
Ct. 145, 48 L. Ed. 247; Herring-Hall-Marvin Safe Co. v. Hall’s 
Safe Co., 208 U. S. 554, 28 Sup. Ct. 350, 52 L. Ed. 616. 

These rules do not seem difficult of application to the facts in 
this case. The evidence shows that there is not a species of 
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tobacco known as ‘Red Leaf,” but the different kinds, such as 
“Burley,” “One Sucker,” and “Green River,” are graded according 
to color, which with other qualities determines the value and mar- 
ket price, and that among the grades in colors are red, dark red, 
bright red, and colory. It further shows that the designation 
“red,” as applied to tobacco, is derived from a tint of that color 
in the product, although the product itself may not reflect 
that cardinal color or any of the familiar shades of it. It 
also appears that the color red indicates that the tobacco has 
ripened well and is air cured, both of which enhance its usefulness 
for smoking and chewing purposes. While “Red Leaf” may not, 
therefore, be regarded as a generic term, or as representing a 
particular kind of tobacco, it does represent a grade of or quality 
in the tobaccos used by complainant and defendant which signifies 
fitness for the uses for which their products are made. In these 
circumstances, it must be held that the words, either by themselves 
or by association with the rest of the trade-mark of plaintiff, do 
not point distinctly to the origin or ownership of the brand of 
tobacco manufactured by plaintiff, but that they indicate a quality 
found in certain tobaccos that is especially desirable for smoking 
and chewing purposes. 

In view of the conclusion just stated, it is unnecessary to dis- 
cuss the numerous cases cited by plaintiff in support of its con- 
tention on this point, because they, as will be seen on examination, 
are based on an application of general principles to particular 
states of fact. It may be said, however, that Helmet Co. v. Wm. 
Wrigley, Jr., Co., 245 Fed. 824, 159 C. C. A. 164 (8 T. M. Rep. 1), 
is not in point, for there it was held that the similarity in the 


‘ 


labels was so marked that the “average user desiring the product 
of either producer would in all liklihood be misled into buying the 
product of the other,’ and also that the degree of resemblance 
could receive but one interpretation; i. e., that the appellant's 


label was an ingenious device, calculated to confuse and deceive. 


The facts in this case more nearly accord with those in Joseph 
Schlitz Brewing Co. v. Houston Ice & Brewing Co., 241 Fed. 817, 
154 C. C. A. 519; Id., 250 U. S. 28, 39 Sup. Ct. 401, 63 L. Ed. 
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822 (9 T. M. Rep. 279), than with any other case cited. In that 
case the claims of infringement and unfair competition were denied. 

In respect to the contention that defendant’s label was adopted 
and has been used with the design of confusing its goods with 
those manufactured by plaintiff, it is sufficient to say that the 
dissimilarity between the two labels is too striking to effectuate 
any such purpose, and, further, the record discloses no evidence 
warranting that view. The growth of defendent’s business after 
the adoption of the label that it now uses does not permit of the 
inference of fraud or deception imposed on plaintiff or the public, 
for defendant’s prosperity has not been so extraordinary that it 
may not be fairly attributed to a normal growth of the business 
from its inception. 


Nor can the claim of unfair competition be sustained, since it 
does not appear that defendant has deceived or attempted to de- 
ceive any of the purchasers of tobacco in the territory where the 
products of both parties are sold. It is true that it markets its 
smoking tobacco in cloth bags of the same shape, size, and appear- 


ance as those used by plaintiff, but the record contains the follow- 
ing stipulation: 


“The fact that defendant markets its granulated smoking tobacco in 
red cloth bags, round in shape and of a similar size and appearance as 
plaintiff's product, and encircled with a yellow band, as is plaintiff's 
product, is not considered by the complainant as any circumstance of 
infringement; nor is the fact that defendant’s twist tobacco is similar in 
size and shape as that of complainant’s, and that a yellow tin tag is placed 
in a similar position on defendant’s twist as is placed on complainant’s 
twist, any circumstance of infringement, as all twists and granulated tobac- 
cos are dressed and marketed for the public in practically the same form, 
color, and shape of packages as complainant and defendant are using—the 
sole and only issue arising on the question of infringement between the 
complainant and defendant being the use by defendant of the words ‘Red 


Leaf.’ ” 

According to this stipulation, many tobacco manufacturers use 
red cloth bags of similar size and appearance to those used by 
plaintiff. In this particular defendant has not transcended any 
legitimate custom. Neither has it represented the goods manu- 
factured and sold by it as those manufactured and sold by plain- 
tiff, but, on the contrary, has made persistent effort to call the 
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attention of the public to its own manufactured articles. In view 
of these facts, plaintiff’s action cannot be sustained on the ground 
of unfair competition. 

For the reasons stated, the injunction is denied, and the bill 
is dismissed, at plaintiff’s cost. 


McGarry ET AL. v. MILNE ET AL. 
(198 N. W. Rep. 178) 


Supreme Court of Michigan 


April 10, 1924 


Travpe-Names—Unrair CompetTiTion—“‘Mitne Bros.”—Later User Ex- 
JOINED. 


Where plaintiff corporation secured from its predecessors the 
right to use the latter’s name, Milne Bros., in a business established 
and conducted thereunder for over thirty years, defendants, two 
brothers named Milne, after having for several years conducted a 
competing business under the firm name of R. G. Milne & Sons, by 
changing such name to “Milne Bros.” were unfairly competing with 
the plaintiff and were rightly enjoined from a further use of the 


name, 

In equity. Action for alleged unfair competition. Judgment 
for plaintiffs, and defendants appeal. Affirmed. 

Argued before Crarx, C. J., and Birp, SuHarpe, Moore, 
Sreere, Feitows, and Wiest, JJ. 


Hugo E. Braun, of Saginaw, Mich., for appellants. 
Mark T. Davis, of Saginaw, Mich., for appellees. 


Moore, J.: This case was tried in open court. The chancel- 
lor who heard the case filed a written opinion, from which we 
quote as follows: 


“The facts in this case, which are either without dispute, or are 
easily ascertainable from the evidence that has been presented to the 
court’s consideration, are as follows: 

“A great number of years, possibly 35 or 40, R. G. Milne and George 
Milne, brothers, were engaged in the drayage and cartage business, which 
afterwards developed into a van and moving business, and they did busi- 
ness under the name of Milne Bros. Evidence shows that they always 
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had a street office on Franklin Street; that in years gone by the office was 
on the north side of Genesee Street, and on the east side of Franklin Street, 
adjacent to Heavenrich building; and that afterwards this office was 
moved across the street—across Genesee Street, and still continued on 
Franklin Street; that after they left the Heavenrich building they moved 
on South Franklin Street, where they had an office for a number of years. 
And at about 20 years ago, one of the brothers, R. G. Milne, sold his 
interest in the business to his brother George. And he also sold him the 
right to do business under the name of Milne Bros. And George Milne 
continued to carry on his general business that they had been engaged 
in for many years under the name of Milne Bros. He continued to occupy 
the same office that had been occupied by Milne Bros. during its existence. 
Mr. R. G. Milne, who was once one of the partners in this firm after he 
had sold to his brother, established a similar business under the name of 
R. G. Milne & Sons. And he continued that business until very recently 
when he disposed of his interest to his two sons, Al and Harry Milne. 

“George Milne died about 8 or 10 years ago, and after his death his 
widow conducted the business of Milne Bros., and occupied the office and 
attended to the business and carried on the general business under the 
firm name of Milne Bros., until about 2% or 3 years ago, when she sold 
the business, together with the name and the right to carry on the busi- 
ness of Milne Bros., to Mr. McGarry and Mr. Williams, the plaintiffs in 
this case. McGarry & Williams, immediately upon purchasing the busi- 
ness, made compliance with the statute, and filed with the county clerk a 
statement in writing, sworn to, saying that they had assumed the name 
of Milne Bros., and doing business under Milne Bros.’ name, and giving the 
names of the persons constituting the firm that they continued doing busi 
ness as Milne Bros. from that time until the present time. 

“Then R. G. Milne sold out to his two sons, Al and Harry, and they 
took over the business, and Al and Harry changed the name of their 
business from R. G. Milne & Sons to ‘Milne Bros.’ And they went so 
far as to letter their trucks and moving vans as ‘Milne Bros. Al & 
Harry. They filed a statement in the county clerk’s office that they 
were copartners, doing business under the name of Milne Bros., claiming 
they had a right to do that, because that was their natural name, and that 
it was not in conflict with anybody’s right. 

“These two businesses are exactly similar; the business consisting of 
cartage and truckage, with trucks and moving vans, hauling and carrying 
freight, and household goods, and doing general cartage business over the 
entire State of Michigan, particularly in and about the City of Saginaw 

“The court is unable to see why Al and Harry should have attempted 
to adopt the name of Milne Bros., if it were not for the purpose of de- 
ceiving the public as to who constituted the firm of Milne Bros. They 
had been doing business for a number of years under the name of R. G 
Milne & Sons. The fact that their father had retired from the business 
did not change the situation any. There was no reason why they should 
not have continued under the name of R. G. Milne & Sons. And as I 
say, the court is unable to see any reason why they should attempt to 
adopt the name of Milne Bros. if they did not have in mind a confusion 
of the name, a confusion of the business, and an attempt upon their part 
to secure some of the business which Milne Bros. naturally, by the use of 
the name in business for those years, would have. 

“Now the facts testified to here are that R. G. Milne parted with the 
right to use the name ‘Milne Bros.’ years ago, when he sold it to his 
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brother George. The widow of George had a perfect right to use the 
name ‘Milne Bros.’ in the conduct of the business. Not only did she use 
that name, but the right to use it was recognized by R. G. Milne, and he 
permitted her to use it during the 7 or 8 years that she ran this business 
before she sold out to McGarry & Williams, and he did business those 
years under the name of R. G. Milne & Sons. The names were so similar 
that they led to confusion. Both parties admit there was confusion in 
the mails of those parties on account of a similarity of those names. 
There is no question but that business intended for one firm was secured 
by the other. I do not imagine there was any particular effort on the 
part of either one to find out for sure whether an order was for one or 
the other. It looks as though either of them would take a job if they 
could get it. If you are going to permit Milne Bros., because they are 
brothers—Harry and Al—to assume the name of Milne Bros., where will 
the confusion end? These men would be in conflict all the time. Suffici- 
ent evidence has been introduced to show that it is impossible for a person 
to get the one he tries to get. Whether there was any actual fraud upon 
the part of Al and Harry to get the business of Milne Bros. makes no 
difference. But the mere fact that they are both in the telephone book 
as Milne Bros. leads to actual confusion. I do not know any of these 
men; I do not know Al or Harry or these other men, but I do know the 
name of Milne Bros. If I needed a moving van and would look in the 
directory I would be as liable to call one as the other. There is no doubt 
but what endless confusion will arise if they continue. 

“As a matter of strict peoples’ rights, these plaintiffs are entitled to 
use this name. They bought the right to use this name. It was part of 
the assets of Mrs. Milne that she sold to them. They complied with the 
law in every respect. They immediately filed a statement that they were 
doing business under the assumed name of Milne Bros. R. G. Milne & 
Sons were then doing business as R. G. Milne & Sons directly across the 
street. They knew that. They bought this business with the under- 
standing that R. G. Milne & Sons were across the road doing business, 
with the idea that R. G. Milne & Sons were going to use that name and 
they were to use the name ‘Milne Bros.’ If they had understood anybody 
could use the name ‘Milne Bros.’ this business would not have been worth 
as much to them as it was when they bought it. 

“There is not the slightest question in the court’s mind but what 
these defendants should be restrained from using the name ‘Milne Bros.’ 
There is no reason why they should use it at all. They have a business 
worked up under the name of R. G. Milne & Sons, and they are attempt- 
ing to use the name ‘Milne Bros., and I cannot see it any other way 
than an attempt, clearly, to add further confusion to the already existing 
confusion by using the name that these plaintiffs are entitled to. The 
business of each is exactly the same. Their places of business are directly 
across the road. To permit the name of Milne Bros. to be used by each 
of these people would certainly be to the injury of both of them. I 
cannot see any advantage the defendants in this case would gain by it, 
excepting to create a feeling of ill-will between these people and create 
further confusion. 

“The plaintiffs have not any right to use the firm name ‘McGarry & 
Williams, successors to Milne Bros. If they are going to do business as 
Milne Bros., they must do it as Milne Bros. 
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“The decree in this case may be in favor of the plaintiff, restraining 
the defendants from the use of the name ‘Milne Bros.’ It also may 
provide that McGarry & Williams shall immediately remove its sign, and 
any advertising that they may have at the present time with their names 
as ‘Successors to Milne Bros.’ In that connection the defendants claim 
that they are doing business as Milne Bros. Plaintiffs may have a decree 
in accordance with the opinion.” 


A decree was filed in accordance with the opinion. The case 
is brought into this court by appeal. 

The appellants claim plaintiffs at the time of the commence- 
ment of the suit were not doing business as Milne Bros.; that the 
adoption of the name “Milne Bros.’ by the defendants has not 
led to confusion; that they were known to the trade as Milne Bros. 
long before they adopted that name; that the defendants made 
lawful use of the name “Milne Bros.,” and by causing their first 
names, Al and Harry, to appear in connection therewith honestly 
distinguished their firm from any other. 


Defendants’ most important claim is, and we quote from the 
brief: 


“The name ‘Milne Bros., as applied to the defendants, is an honest 
application of a personal surname to two men who are brothers. ‘Brothers’ 
is descriptive, and it is elementary that a descriptive word is not suscept- 
ible of exclusive appropriation by any person. And the name ‘Milne’ is a 
personal surname, also incapable of exclusive appropriation. Conceding 
that plaintiffs have a right to use this name, it is our position that they 
do not have the right to monopolize the name as in the case of a trade- 
mark, particularly where they have not themselves been using the name; 
this is not a trade-mark case. * * * 

“It is the claim and position of the defendants in this case that they 
have a legal right to use their own name in their own business as long 
as that use is fair and honest; and, second, that mere use of the name by 
them does not even make out a prima facie case of unfair competition 
against them. In support of this position we cite the following cases: 
Williams v. Farrand, 88 Mich. 473, 50 N. W. 446, 14 L. R. A. 161, and 
other authorities.” 


There is not very much conflict in the testimony, but where 
there is a conflict the statements of fact made by the chancellor in 
the opinion we have quoted is sustained by the great weight of the 
testimony. 

In addition to what was said by the chancellor it should be 
stated that in August, 1902, Robert Milne took the initiative about 
a sale of the business of Milne Bros., including the good-will, and 
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that George Milne accepted his offer for his share of the business, 
and paid him therefor $1,507.40. It should also be stated that 
plaintiffs bought the business, including the good-will from Mrs. 
Mary Milne, for $5,500, in November, 1919, and from 1902 the 
business was conducted in the name of Milne Bros. by the pred- 
ecessors of the plaintiffs, until it was taken over by the plaintiffs, 
and they have continued to conduct it in that name. It should 
also be stated that the plaintiffs, within a few days after their 
purchase, filed the proper statement with the county clerk that 
they were doing business under the assumed name of Milne Bros. 
It was not until shortly before this bill of complaint was filed that 
defendants attempted to do business as Milne Bros. 

The questions involved are not new in this state. Some of 
the cases are Williams et al. v. Farrand et al., 88 Mich. 474, 50 
N. W. 446, 14 L. R. A. 161; Penberthy Injector Co. v. Lee, 120 
Mich. 174, 78 N. W. 1074; Gordon Hollow Blast Grate Co. v. 
Gordan, 142 Mich. 490, 105 N. W. 1118; Lamb Knit Goods Co. v. 
Glove & Mitten Co., 120 Mich. 159, 78 N. W. 1072, 44 L. R. A. 
841; Finney’s Orchestra v. Finney’s Famous Orchestra, 161 Mich. 
289, 126 N. W. 198, 28 L. R. A. (N. S.) 458; People’s Outfitting 
Co. v. Outlet Co., 170 Mich. 398, 136 N. W. 599. 


The decree of the court below is affirmed, with costs to the 
appellees. 


Iowa Auto Market v. Auto Market & EXCHANGE ET AL. 
(197 N. W. Rep. 321) 


Supreme Court of Iowa 


March 4, 1924 


Trape-Marxks ann Trape-Names—Wuat Is a Trape-Mark. 
A trade-mark is a name, sign or symbol used to designate the 
goods manufactured or sold, or the place of business concerned. It 
is not limited to a use in connection with the manufacture or sale of 


some particular article, but may serve as a protection to other lines 
of business. 
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Same—Function oF Vatww Trape-Mark. 

A valid trade-mark must, either by itself or by association, point 
distinctively to the origin or ownership of the article to which it is 
applied or to the particular business carried on under it. 

Same—Wuat Cannot BE A Trape-Mark. 

Words that are generic, or which in their primary meaning are 
merely descriptive of the goods or business to which they are applied, 
or are in common use for that purpose, or which convey facts applic- 
able with equal truth and right to others, cannot be exclusively appro- 
priated as trade-marks. 

Same—Lono Continvep Use or Descriptive Term—Seconpary MEANING. 
Descriptive terms may, by long use in connection with the goods 

or business of a particular dealer, come to be understood in a 
secondary sense as designating such goods or business, and in such 
case, their deceptive use by another will be restrained as unfair com- 
petition. 

Trave-NamMEs AND Corporate Names—RiGuT To Prorection. 

The name adopted by a corporation is to a certain extent property 
and the exclusive right to its use will be protected by the courts; 
and an injunction will lie to prevent not only the use by another of 
the identical name, but also of a name that, by reason of similarity, 
will tend to create confusion and enable the later user to obtain the 
business of the first. 

Same—Same—“‘Avuto Marker” as Part or Corporate NamME—DESCRIPTIVE 
Trerms—Nor Inrrincep sy Use or “Auto Market & ExcHANce” 
—APpPpEAL—AFFIRMAL. 

The words “Auto Market” as part of the corporate name of a 
dealer in automobiles and accessories are purely descriptive, and 
their exclusive right of use cannot be secured to one in preference to 
others engaged in the same business. The words “Auto Market & 
Exchange,’ adopted by appellees, where no evidence of confusion 
was shown, or intent to deceive, held to be clearly distinguishable 
from “Auto Market,” the corporate name used by appellants, and 
the decision of the lower court was affirmed. 


In equity. Action to enjoin defendant from the use of the 
words “Auto Market’ in its name, as constituting an infringe- 
ment of a trade-mark and unfair competition. From a judgment 
dismissing its petition, plaintiff appeals. Affirmed. 


Ed. R. Brown and Paul G. James, both of Des Moines, Iowa, 
for appellant. 
Lappen & Carlson, of Des Moines, Iowa, for appellees. 


Vermition, J.: The plaintiff and appellant, Iowa Auto 
Market, is a corporation, and brings this action in equity to enjoin 
the defendant and appellee from using the name of Auto Market & 
Exchange, the name under which it is incorporated, or any imita- 
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tion thereof, or any name in which the name Auto Market appears 
as a part. Relief is asked upon two grounds: (1) That appel- 
lant has filed with the secretary of state, under the provisions of 
section 5049 of the Code, a trade-mark and trade-name consisting 
of the words “Auto Market,” to be used in connection with auto- 
mobiles and accessories; and (2) that appellant has under its 
name built up a large and extensive business, and the adoption of 
the name Auto Market & Exchange by appellee is calculated to 
and does deceive purchasers and customers of appellant to the 
diminution of its business and profits. The relief asked was denied 
in the lower court. 

The appellant was originally incorporated under the name 
Auto Salvage & Exchange, but changed its name to the one it now 
bears in 1920. In October, 1920, it filed with the secretary of 
state under the provision of section 5049 of the Code, a trade- 
mark consisting of the words “Auto Market.” The appellee was 
incorporated in December, 1922, under the name Auto Market & 
Exchange, by individuals, some of whom had theretofore done 
business under the trade-name Northwestern Auto Exchange and 
others under the trade-name Hawkeye Auto Salvage Company. 
The appellee corporation is, in effect, a consolidation of these two 
concerns. The places of business of both the present corporations 
are in the city of Des Moines, as were also those of their pred- 
ecessors. 

A trade-mark ordinarily is a name, sign, or symbol used to 
designate the goods manufactured or sold or the place of business 
of the manufacturer or dealer in such goods. Shaver v. Shaver, 
54 Iowa, 208, 6 N. W. 188, 37 A. M. Rep. 194. It is not limited, 
however, to a use in connection with the manufacture or sale of 
some particular article, but may serve as a protection to other 
lines of business. Atlas Assurance Co. v. Insurance Co., 138 Iowa, 
228, 112 N. W. 232, 114 N. W. 609, 15 L. R. A. (N. S.) 625, 
128 Am. St. Rep. 189. 

A valid trade-mark must, either by itself or by association, 


point distinctively to the origin or ownership of the article to which 


it is applied or to the particular business carried on under it. 
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Lawrence Manufacturing Co. v. Manufacturing Co., 138 U. S. 537, 
11 Sup. Ct. 396, 34 L. Ed. 997; Bolander v. Peterson, 136 Il. 
215, 26 N. E. 603, 11 L. R. A. 850. 

Words that are generic, or which in their primary meaning are 
merely descriptive of the goods or business to which they are ap- 
plied, or are in common use for that purpose, or which convey facts 
applicable with equal truth and right to others, cannot be exclu- 
sively appropriated as a trade-mark. It has been frequently said 
that no one can secure a monopoly upon the adjectives of the lan- 
guage. 38 Cyc. 696, 708, 722; Koehler v. Sanders, 122 N. Y. 65, 
25 N. E. 235, 9 L. R. A. 576; Choynski v Cohen, 39 Cal. 501, 2 
Am. Rep. 476; Clinton Metalic Paint Co. v. Metalic Paint Co., 
23 Misc. Rep. 66, 50 N. Y. Supp. 437; Royal Baking Powder Co. 
v. Sherrell, 98 N. Y. 331, 45 Am. Rep. 229; Lawrence Manu- 
facturing Co. v. Manufacturing Co., supra; Bolander v. Peterson, 
supra. 

But descriptive terms, or such as others might also truthfully 
use, may, by long use in connection with the goods or business of 
a particular dealer, come to be understood in a secondary sense 
as designating the goods or business of such dealer, and in such case 
their deceptive use by another will be restrained as unfair com- 
petition. 38 Cyc. 764, 769; O. K. Bus §& B. Co. v. O. K. Transfer 
Co., 63 Okl. 311, 165 Pac. 136, L. R. A. 1918A, 956 (7 T. M. Rep. 
371), and cases cited in note; Sartor v. Schaden, 125 Iowa, 696, 
101 N. W. 511; Dennison Mfg. Co. v. Thomas ( C. C.) 94 Fed. 
651. 

The name adopted by a corporation, while it is not a part of 
its franchise, is nevertheless, to a certain extent, property and the 
exclusive right to its use will be protected by the courts; and an 
injunction will lie to prevent not only the use by another of the 
identical name, but the use of a name which, by reason of similar- 
ity, will tend to create confusion and enable the later user to 
obtain the business of the first. Grand Lodge v. Graham, 96 Iowa, 
592, 65 N. W. 837, 31 L. R. A. 183. 

If the resemblance is such as to mislead purchasers or those 
doing business with the corporation who are acting with ordinary 
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and reasonable caution or if it is calculated to deceive the ordinary 
buyer under ordinary conditions, it is sufficient to entitle the one 
first adopting the name to relief. Atlas Assurance Company v. 
Insurance Company, supra; Red Polled Cattle Club v. Red Polled 
Cattle Club, 108 Iowa, 105, 78 N. W. 803. 

The words “Auto Market” are merely descriptive of the thing 
sold and the place where sold. Taken either singly or in com- 
bination they are generic. They are merely descriptive of the 
business there carried on. ‘They are no more distinctive of the 
article sold by appellant or its place of business than would be 
the words “‘shoe store” or “meat market.’’ They cannot constitute 
a trade-mark or trade-name, the right to the exclusive use of which 
will be secured to one in preference to others engaged in the same 
business. Bolander v. Peterson, supra; Choynski v. Cohen, supra; 
Koehler v. Sanders, supra. 

Although the words ‘Auto Market’ do not constitute a valid 
trade-mark, the question remains whether the corporate name 
adopted by the appellee is so similar to that of appellant as that 
its use, under the circumstances disclosed, amounts to unfair com- 
petition. This is a question of fact. It appears that at the time 
the name of the appellant was changed to its present style and 
the words “Auto Market” were registered as a trade-mark, there 
was a concern engaged in the same business in the same city known 
as the Central Auto Market. While it appears that prior to the 
adoption by appellant of its present name there was some con- 
fusion between its mail and that of other concerns of similar name, 
there is no showing that any trouble in that respect has arisen 
with the appellee since the change, or that any one has been in 
fact deceived by any similarity in the names of appellant and 
appellee. While this need not be shown, if the names are so similar 
as to be calculated to deceive ordinary customers under ordinary 
circumstances, yet the fact that appellant went into the subject 
and no actual confusion was shown is of some significance. No 
intent on the part of appellee to secure any unfair business advan- 
tage over appellant by the adoption of the name Auto Market & 
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Exchange appears, nor are any facts shown from which such a 
fraudulent purpose can be inferred. 

The words “Auto Market” are, as has been said, generic and 
equally descriptive of the business carried on by both parties, and 
unless the manner of their use or the circumstances surrounding 
their use indicate a fraudulent purpose on the part of appellee to 
thereby enjoy an unfair advantage and enable it to secure business 
upon the reputation of the appellant, it had an equal right to use 
them. The other words as used in combination with these in the 
two names clearly distinguish them; as we do not think they are 
so similar as to be calculated to mislead customers under ordinary 
circumstances. 

Affirmed. 

Artuour, C. J., and Stevens and De Grarr, JJ., concur. 


Harkert Cigar Co. v. Herman 
(196 N. W. Rep. 986) 


Supreme Court of Iowa 
February 12, 1924 


Trape-Marks—Unrair Competirion—“DaveNnrport” ror CiGArs—GroGRAPH- 
1cAL TermM—APPEAL—AFFIRMAL. 

Where the name “Davenport” as a brand name for cigars had 
been used for many years both parties to the suit, cigar dealers 
located in the City of Davenport, Iowa, it ought not to be lightly found 
that one party can appropriate as a trade-name the common geog- 
raphy of both, and thereby exclude the other from its use; and the 
judgment dismissing the complaint was affirmed. 


Suit in equity to enjoin unfair competition. The defend- 
ant denied all allegations of the petition. After a hearing upon 


the merits, the trial court found the fact issues with the defendant, 
and dismissed the petition accordingly. The plaintiffs appeal. 


Affirmed. 


Betty & Betty and Bollinger & Block, all of Davenport, Iowa, 
for appellant. 
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W. M. Chamberlin and M. F. Donegan, both of Davenport, 
Iowa, for appellee. 


Evans, J.: The plaintiff is, and for many years has been, a 
manufacturer and jobber of cigars with its principal place of busi- 
ness at Davenport. In the extension of its trade, it has applied 
the name “Davenport” to a brand of its cigars, and has incurred 
large expense of advertising the same under such name. The 
name was written in Gothic script on the inside of the box covers 
and diagonally thereon. It had thereby built up a considerable 
trade in such purported brand of cigars. The defendant also is 
and for many years has been a jobber in the cigar business, with 
its principal place of business in Davenport. The business of 
the present defendant was started 35 or 40 years ago by its 
predecessor, Adolph Herman, since deceased, and the business has 
always been conducted under such name. The defendant also has 
used the same name “Davenport” upon a brand of its cigars, and 
has used it in substantially the same manner as has the plaintiff. 
The charge against the defendant is that he has simply adopted 
the name “Davenport” in order to appropriate to himself the trade 
which has been built up by the plaintiff in such purported brand 
by extensive and expensive advertising and otherwise. The plain- 
tiff claims to have adopted this name for its advertising purposes 
in 1900, and to have used it ever since, and thereby to have 
acquired certain right therein analogous to that of a trade-name, 
and that the use resorted to by the defendant constitutes unfair 
competition within the meaning of the law. The defendant claims 
that he and his predecessor, Adolph Herman, have continuously 
used such name for a time beginning long prior to 1900, and 
that he was using such name as far back as 1886, and that his 
use of the name is precisely what it has been from the year 1886 
until now. Such is the general nature of the issue of fact between 
the parties. 

Though the record presents several incidental questions, there 
can be no occasion for dealing with these if the finding of fact 
by the trial court is sustained by the record. The evidence is too 
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voluminous to be incorporated even in substance in this opinion. 
We have read it carefully, and are constrained to agree with the 
finding of the trial court. The name is primarily geographical. 
It has always represented the geographical location of the respect- 
ive jobbers. Where it appears that the name has been used in 
greater or less degree by both parties for many years, a heavy 
burden rests upon the plaintiff to prove its allegations. In such 
a case it ought not to be lightly found that one party can appro- 
priate as a trade-name the common geography of both, and thereby 
exclude the other from its use. If it incurred great expense in 
advertising the name, and in building up a trade thereby, it did so 
with full knowledge of the elementary rights of its competitor 
which were equal to its own. 

The decree entered below is accordingly affirmed. 

Affirmed. All concur. 


SaunpErs System ATLANTA Co., INc., ET AL. Vv. Drive It Your- 
SELF Co. or GEORGIA 


Drive Ir Yoursetr Co. or Georaia v. SAUNDERS SystEM ATLANTA 


Co., INc., ET AL. 
(123 S. E. Rep. 132) 


Supreme Court of Georgia 
March 13, 1924 


Rehearing denied May 15, 1924 


Trape-Marks anp Trape-NamMes—Unrair Competition—Use or Imrration 
oF Name oF CorPoRATION MAY BE ENJOINED—INFRINGEMENT OF 
TravE-NAME oF CorPoRATION MAY BE ENJOINED—“INFRINGEMENT”’ 
Derinep—ImiTaTION oF TrapE-NAME PresumMED FRAUDULENT. 

A corporation has the exclusive right to the use of its own 
name; and a court of equity will enjoin another from using or imitat- 
ing the same, upon the same principles under which persons are pro- 
tected in the use of trade-marks. 

(a) A person or corporation may acquire a trade-name. Such 
trade-name is as much descriptive of the manufacturer or dealer as 
is his own name; and the infringement of such trade-name of an 
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individual or corporation will be enjoined by a court of equity when 
a proper case is made. 

(b) An “infringement” of a real name or trade-name of a person or 
corporation is such a colorable imitation thereof that the general 
public, in the exercise of ordinary care, might think that it is the 
name of the individual or corporation first appropriating the same; 
and the use of such name is a fraud against the person entitled to 
use the same, when the infringer intends to create the impression 
in the minds of the public that he and the person or corporation 
first appropriating the name are the same. 

(c) If the person or corporation first appropriating and using the 
name has a clear right to its use, its subsequent use by another per- 


son or corporation, knowing of the right, is presumed by law to be 
fraudulent. 


rape-Marks AND Trapr-Names—Uwnrair ComMpPpeTITION—WuHat NAMES MAY 


Not BE ApprRoPRIATED aS TrapE-NamMes—Lono Use or Descriprive 

Worps may Give Ricur as Trape-Name—Proor Surricient To 

EsrastisH Wronorut Use—Wuat Svurricient to SHow Unrair 

Competition 1N Use or Trape-NameE. 

The general rule is that a manufacturer or dealer cannot ex- 
clusively appropriate as a trade-name words which, according to 
their primary meaning, may with equal truth and right be employed 
by others for the same purpose. 

(a) While generic and geographical names, and names composed 
of words which are merely descriptive, are incapable of exclusive ap- 
propriation, words and names which have a primary meaning of their 
own, such as words descriptive of goods, services, places of manu- 
facture, or names of the makers, may nevertheless, by long use in 
connection with the business or trade, come to be understood by the 
public as designating the goods, services, or business of a particular 
trader; and a court of equity will enjoin the use of such names by 
a competitor, upon the principle of unfair competition. 

(b) In a case of this description the mere proof by the plaintiff 
that the defendant was using the name, words, or device which he 
had adopted to distinguish his goods would not entitle him to relief; 
but it must be shown that the defendant was using it under such 
circumstances or in such manner as to put off his goods as the goods 
of the plaintiff. 

(c) In such a case it is not essential to the maintenance of a suit 
to enjoin unfair competition that the plaintiff should show that he 
has the exclusive right to a corporate or trade-name; but the allega- 
tion and proof of an interest in the good-will of the business is 
sufficient, as it is the property in the good-will of the business which 
is protected in all cases of unfair competition. 


Trape-Marxks AND TrapE-Names—Unrairn Competition—Decoree or Re- 


SEMBLANCE BretTweEN Names WARRANTING EqQuitTasBie INTERFER- 

ANCE—Unrairn CoMPETITION QuEsTION oF Fact. 

The degree of resemblance between names which is sufficient to 
warrant equitable interference is not capable of exact definition. It 
may be stated generally that the similarity must be such as is likely 
to mislead purchasers of ordinary prudence, or, in other words, the 
ordinary buyer, into the belief that the goods, services, or wares are 
those of a business rival. 
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(a) Unfair competition is a question of fact; and no inflexible rule 
can be laid down as to what conduct will constitute it. If the defend- 
ant, as a matter of fact, by his conduct is passing off his goods as the 
plaintiff's goods, or his business as plaintiff’s business, a case of 
unfair competition is made. The test is whether the public is likely 
to be deceived. 

TrapE-Marks anp Trape-Names—Uwnrain Competition—Actuat Fravp- 
uLENT INTENT NeEED NoT BE SHOWN IN EstTasLisHINc UNPFair 
CoMPETITION. 

An actual fraudulent intent need not be shown, if the necessary 
and probable tendency of the defendant’s conduct is to deceive the 
public and to pass off his goods or business as that of the plaintiff, 
especially when only preventive relief against the continuance of the 
wrong is sought or granted. 

Trape-Marks anp Trape-NamMes—Unrair Competition—Unraim Use of 
TrapE-NaME SHOULD BE ENJOINED IN ToTo AND NOT PARTIALLy. 
When a plaintiff makes a case of unfair competition, based on 

the ground that the defendant is using or simulating his trade-name. 
and entitling him to injunctive relief, the defendant should be en- 
joined from the use of such trade-name in toto, and not only par- 
tially. 


In equity. Action for unfair competition. Judgment for 
plaintiff, defendants bring error, and plaintiff files cross-bill of 
exceptions. Reversed on cross-bill, and main bill of exceptions 
dismissed. 


The Drive It Yourself Company of Georgia filed its petition for in- 
junction against the Saunders System Atlanta Company, Inc., and others, 
and made the following case: The Drive It Yourself Company of Georgia 
was incorporated by order of Fulton superior court in September, 1920, 
and has ever since been engaged in business in the city of Atlanta. Im- 
mediately after its organization it engaged in the business of letting out 
for hire automobiles, and the distinctive feature of its business is letting 
out automobiles for hire without furnishing drivers, and permitting 
persons to drive said automobiles themselves. This company was 
the first to carry on a business of this kind, or to engage in business under 
that name in the city of Atlanta, county of Fulton, or state of Georgia 
It was the pioneer in this kind of work, and in creating a demand for this 
kind of service. This pioneer work increased the expenses of its business, 
and forced the company for a time to do busihess at a loss. The company 
has expended more than $100,000, and built up a valuable business. It now 
has for hire 25 automobiles, and in the course of its three years of business 
has used over 100 automobiles. It has spent more than $5,000 for ad- 
vertisements directly, including billboard and newspaper advertisements, 
circulars, blotters, personal letters, and personal calls by its officers upon 
its past or prospective customers. In its entire conduct of its business it 
has used the name of “Drive It Yourself,” and this name has, in the public 
mind and that of its customers, become identified with its business. The 
company placed over the front of its place of business in four places the 
name “Drive It Yourself.” The good-will of its business so built up is 
valuable. The company has over 6,000 customers on its list, each of whom 
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has patronized it from 1 to 50 times, and the company is every day secur- 
ing new customers. Its customers identify its business by the name “Drive 
It Yourself.” The Saunders System Atlanta Company, Inc., is engaged in 
a business identical in kind with that of petitioner, and uses the same make 
and kind of automobiles used by petitioner, with the exception of three 
or four cars. The defendant company is incorporated under the laws of 
the state of Alabama. Petitioner has always maintained its place of busi- 
ness at No. 161 Ivy street. The defendant company is engaged in business 
at No. 12 West Peachtree street, 41 blocks from petitioner’s place of busi- 
ness, and in the same section of the city; and it appeals to the same class 
of customers. The defendant is displaying over its place of business the 
slogan “Drive It Yourself” in the most prominent place. It is also dis- 
playing in as prominent a manner as possible the name, Saunders Drive 
[t Yourself System, with the words “Drive It Yourself” in white letters 
on a blue background. The words “Drive It Yourself” are the words 
most prominently used in identifying the defendant’s place of business, 
and are repeated three times on its place of business. The defendant is 
holding itself out by signs and over the telephone as being the Drive It 
Yourself Company. Customers of petitioner have been confused as to its 
place of business and are taking defendant’s place of business to be a part 
or branch of petitioner’s place of business. This condition will continue 
as long as the defendant is permitted to use the words “Drive It 
Yourself,” and the damage to petitioner’s business will be serious and 
incapable of calculation. The defendant came from other states to open 
a place of business in Atlanta, and opened said business about July 
10, 1923. It has yet done no advertisement except the use of the name 
“Drive It Yourself.” The defendant is depending for its business on 
the demand for that sort of business created by petitioner, and more 
especially on the confusion resulting from appropriation of petitioner's 
name and slogan “Drive It Yourself.” 

For the defendant this case was made: Warwick Saunders, Sr., is 
president of the Saunders Drive It Yourself Company, and has been en- 
gaged in the Drive It Yourself business seven years. He and his four sons 
originated the plan of doing a Drive It Yourself business in Omaha in 
1916, under the corporate name of Ford Livery Company. From its in- 
ception, the language “Drive It Yourself” has been used in describing the 
nature of said business; and he and his sons as partners were engaged in 
the business in the United States more than two years prior to any one else. 
Since 1916 the name has been extensively advertised throughout the United 
States. In 1920 Saunders and his sons abandoned the use of the phrase 
“Drive It Yourself” as a firm or corporate name, for the reason that the 
business of renting automobiles had become so well known under that 
name that it was too descriptive of the name of the business. In order to 
distinguish their business from its competitors, the corporate name was 
changed to Saunders System Washington Company, or Saunders System 
Atlanta Company, or Saunders System Montgomery Company, depending 
on the location of the particular business. In 1920 the Saunders United 
System adopted a trade-mark reading “Saunders United Drive It Your- 
self System.” The same was incorporated in 1921. Subsequently it was 
modified by leaving out the words, “United.” The Saunders System is now 
operating 43 branches in 36 different states in the United States. The 
Saunders System Atlanta Company is a natural extension of the Drive It 
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Yourself business as conducted by said partnereship. The phrase “Drive 
It Yourself” is in universal use throughout the entire United States, to des- 
ignate the business of renting automobiles to persons who are to drive 
themselves, and is as well known in designating such business as is the 
term, “garage,” in designating a place in which to keep automobiles. Saun- 
ders and his associates have expended in various forms of advertisement 
several hundred thousand dollars in perfecting the system and commer- 
cializing the trade-name of Saunders Drive It Yourself Company. 

On the hearing the plaintiff and defendants introduced evidence tend- 
ing to establish their respective contentions. The trial judge rendered 
judgment enjoining the defendants, pending the final hearing of the case, 
from using the words “Drive It Yourself” and the oval trade-mark design 
employed by them on their letterheads, billheads, advertisements, station- 
ery, signs on their place of business, or as part of their name. The order 
further provided that it should not be construed to prevent the defendants 
from using their corporate name or the name, Saunders System, or from 
in any otherwise using the phrase “Drive It Yourself” as indicative of the 
character of their business, whether said phrase be incorporated in adver- 
tisements, signs, stationery, forms, or in any other manner whatsoever. 
To this judgment the defendants excepted. The plaintiff filed its cross-bill 
of exceptions, and assigned error upon the judgment in so far as it failed 
to wholly enjoin the defendants from using the language “Drive It Your- 
self” over their place of business and in their advertisements. 


Fuller § Bell, of Atlanta, Ga., for plaintiffs in error. 
Elliott Cheatham, of Atlanta, Ga., for defendant in error. 


Hines, J.: (after stating the facts as above). 1. A corpora- 
tion has the exclusive right to the use of its own name. The 
corporate name is a necessary element of the corporate existence. 
A court of equity will enjoin another from using or imitating such 
name, upon the same principles under which persons are protected 
in the use of trade-marks. Rome Machinery, etc., Co. v. Davis, 
135 Ga. 17, 68 S. E. 800. A person or corporation may acquire 
a trade-name. Such trade-name is as much descriptive of the 
manufacturer or dealer as his own name. Infringement of the real 
or trade-name of an individual or corporation will be enjoined by 
a court of equity when a proper case is made. An infringement 
upon the real or trade-name of an individual or corporation is 
such a colorable imitation of the name that the general public, in 
the exercise of ordinary care, might think that it is the name 
of the individual or corporation first appropriating the same. The 
use of such name or the infringement thereof is a fraud against 
the person entitled to use the same, when the infringer intends to 
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create the impression in the minds of the public that he and the 
person or corporation first appropriating the name are the same. 
If the person or corporation first appropriating and using the name 
has a clear right to the use thereof, its subsequent use by another 
person or corporation, knowing of this right, is presumed by the 
law to be fraudulent. It has even been held that the innocent or 
accidental use of a trade-name capable of exclusive appropriation 
will be enjoined. Previous use of such name in another section 
by another will not defeat such right in the territory in which such 
person or corporation appropriates and uses such name. Yellow 
Cab Co. v. Sachs (Cal. Sup.) 216 Pac. 38, 28 A. L. R. 105; 
Whitley Grocery Co. v. McCaw Mfg. Co., 105 Ga. 839, 32 S. E. 
113; Creswill v. Grand Lodge K. of P. of Ga., 183 Ga. 837, 67 
S. E. 188, 134 Am. St. Rep. 231, 18 Ann. Cas. 453. So the court 
below properly enjoined the defendant from using either the cor- 
porate or trade-name of the plaintiff, if either were capable of ex- 
clusive appropriation by the plaintiff. 

2. But the defendant, Saunders System Atlanta Company, 
Inec., contends that the name “Drive It Yourself” is merely des- 
criptive of the kind and character of the business which the plain- 
tiff is conducting, and for this reason cannot be exclusively ap- 
propriated by it. Undoubtedly the general rule is that a dealer 
cannot exclusively appropriate as a trade-name words which, ac- 
cording to their primary meaning may with equal truth and right 
be employed by others for the same purpose. Larrabee v. Lewis, 
67 Ga. 561, 44 Am. Rep. 735; Goodyear’s India Rubber, etc., Co. 
v. Goodyear Rubber Co., 128 U. S. 598, 9 Sup. Ct. 166, 32 L. Ed. 
535; Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 220 U. S. 
446, 31 Sup. Ct. 456, 55 L. Ed. 536, (1 T. M. Rep. 10); Nims 
on Unfair Competition and Trade-Marks (2d Ed.) 391; 38 Cyc. 
708B. Generally, geographical names are not subject to exclusive 
appropriation as trade-names. Rome Machinery, etc., Co. v. Davis, 
supra. 

Whether the name “Drive It Yourself” is composed of mere 
descriptive words, and for this reason is incapable of exclusive 


appropriation, we need not decide in the present case. While generic 
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names, geographical names, and names composed of words which 
are merely descriptive are incapable of exclusive appropriation, 
words or names which have a primary meaning of their own, such 
as words descriptive of the goods, service, or place where they are 
made, or the name of the maker, may, nevertheless, by long use 
in connection with the business of the particular trade, come to be 
understood by the public as designating the goods, service, or busi- 
ness of a particular trader. This is what is known as the doctrine 
of secondary meaning and is the origin of the law of unfair 
competition, as distinguished from technical trade-marks or trade- 
names. In Reddaway v. Banham, 65 L. J. Q. B. 381, Lord Her- 
schell said: 

“The name of a person, or words forming part of the common stock of 
language, may become so far associated with the goods of a particular 
maker that it is capable of proof that the use of them by themselves 
without explanation or qualification by another manufacturer would de- 
ceive a purchaser into the belief that he was getting the goods of A. 
when he was really getting the goods of B. In a case of this description 
the mere proof by the plaintiff that the defendant was using a name, 
word, or device which he had adopted to distinguish his goods would 
not entitle him to any relief. He can only obtain it by proving further 
that the defendant was using it under such circumstances or in such 
manner as to put off his goods as the goods of the plaintiff. If he could 
succeed in proving this, I think he would, on well-established principles, 
be entitled to an injunction.” 

On this subject see Wotherspoon v. Currie, L. R. 5 H. L. 508; 
International Silver Co. v. Wm. H. Rogers Corp., 66 N. J. Eq. 
119, 57 Atl. 1037, 2 Ann. Cas. 407; Sartor v. Schaden, 125 Iowa, 
696, 101 N. W. 511; 38 Cyc. 769 (2). 

It is not essential to the maintenance of a suit to enjoin unfair 
competition that the plaintiff should show that he has the exclusive 
right to a corporate or trade-name; but an allegation and proof 
of an interest in the good-will of the business is sufficient as it is 
the property in the good-will of the business which is protected 
in all cases of unfair competition. 38 Cyc. 766B, and cases cited 
in note 90. 

3. The defendant next contends that the degree or resem- 
blance between the names or devices used by it and the plaintiff 


is not sufficient to warrant the grant of an injunction. The plain- 
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tiff’s full corporate name is Drive It Yourself Company of Georgia. 
The full corporate name of the defendant is Saunders System 
Atlanta Company, Inc., and it uses the trade-name “Saunders 
Drive It Yourself System.’’ Is the resemblance between these two 
names sufficient to warrant equitable interference? The degree 
of resemblance between names which is sufficient to warrant equit- 
able interference is not capable of exact definition. Atlas Assur- 
ance Co. v. Atlas Insurance Co., 138 Iowa, 228, 112 N. W. 232, 
114 N. W. 609, 15 L. R. A. (N. S.) 625, 128 Am. St. Rep. 189; 
Newport Sandbank Co. v. Monarch Sand Mining Co., 144 Ky. 
7, 137 S. W. 784, 34 L. R. A. (N. S.) 1040. It may be stated 
generally that the similarity must be such as is likely to mislead 
purchasers of ordinary caution and prudence, or, in other words, 
the ordinary buyer, into the belief that the goods, services, or 
wares are those of a business rival. French Republic v. Saratoga 
Vichy Spring Co., 191 U. S. 427, 24 Sup. Ct. 145, 48 L. Ed. 247; 
Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 220 U. S. 446, 
31 Sup. Ct. 456, 55 L. Ed. 536 (1 T. M. Rep. 10); Dover Stamp- 
ing Co. v. Fellows, 163 Mass. 191, 40 N. E. 105, 28 L. R. A. 448, 
17 Am. St. Rep. 448. Unfair competition is generally a question 
of fact. Creswell v. Grand Lodge Knights of Pythias, 133 Ga. 
837, 67 S. E. 188, 134 Am. St. Rep. 231, 18 Ann. Cas. 453. No 
inflexible rule can be laid down as to what conduct will constitute 
such competition. 

“The imitation need only be slight, if it attaches to what is most 
salient.” Johnson & Johnson v. Bauer & Black, 82 Fed. 662, 27 C. C. A. 
374; Sazlehner v. Eisner, etc., Co., 179 U. S. 19, 21 Sup. Ct. 7, 45 L. Ed. 60. 

The question in all cases is, Is the defendant, as a matter of 
fact, by his conduct passing off his goods as plaintiff's goods, or 
his business as plaintiff's business? The universal test is whether 
the public is likely to be deceived. 38 Cyc. 779 (5). 

We are of the opinion that the judge was authorized to find, 
under the evidence that the plaintiff made a case of unfair com- 
petition. If it had only appeared that the defendant was using 
the name of “Saunders Drive It Yourself System,” the resemblance 
between that name and the corporate and trade-names of the 
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plaintiff would not make as strong a case for the plaintiff as that 
proved. 

The plaintiff was chartered by an order of Fulton superior 
court in 1920 as the Drive It Yourself Company of Georgia. It 
immediately established its place of business at 161 Ivy Street in 
the city of Atlanta. The trial judge was authorized to find that 
it adopted the trade-name of “Drive It Yourself.’”’ These words 
were placed in conspicuous places upon the front of its place of 
business. The court was authorized to find that the plaintiff had 
advertised and conducted its business under this name. In July, 
1923, shortly before the institution of this suit, the defendant 
established its business at 12 West Peachtree Street in the city 
of Atlanta. The defendant displayed over its place of business 
the words “Drive It Yourself” in the most prominent place. It 
also put up a sign, consisting of an oval, with the word “Saunders” 
written in the top of the oval, the words “Drive It Yourself” in 
the middle, and the word “System” at the bottom in white letters 
on a blue background. The trial judge was also authorized to 
find that the defendant was holding itself out, by signs and adver- 
tisements, as the Drive It Yourself Company. 

We cannot say, as a matter of law, that the trial judge was 
not authorized to find that the degree of similarity between the 
plaintiff's corporate and trade-names and that used by the defend- 
ant was not sufficient to mislead the public and to authorize the 
grant of an injunction. There was certainly some evidence which 
authorized the chancellor to find as he did in this matter. 

4. The defendant’s counsel urges that a court of equity will 
not interfere, where confusion, if any, results only from similarity 
of the names used, and not from the manner of their use. It is 
asserted that courts of equity will only grant relief where there 
is fraudulent use of similar names or marks with the intention to 
deceive, and that no relief will be granted for the use of similar 
names when they are honestly used. If the plaintiff had the right 
to the exclusive use of the trade-name which it adopted, or to 
the exclusive use of its corporate name, the simulation of such 
name would be enjoined by a court of equity, as we have shown 
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above. It has been asserted that, in the absence of the exclusive 
right to a trade-name, a court of equity will not enjoin another 
from using such name upon the mere proof of the use of plaintiff's 
trade-name by the defendant, if nothing more appears. There is 
authority to the effect that fraudulent intent is necessary to con- 
stitute unfair competition by the use of names in such a manner 
as to convey to the public the impression that the goods of one 
manufacturer or trader are those of another. It has been held 
that the circumstances must be such as to show wrongful intent 
in fact, or to justify that inference from the facts alleged and 
proved. Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U. S. 
537, 11 Sup. Ct. 396, 34 L. Ed. 997; Elgin Watch Co. v. Illinois 
Watch Case Co., 179 U. S. 665, 21 Sup. Ct. 270, 45 L. Ed. 365; 
Hopkins on Trade-marks (3d Ed.) 294. 

But the better view is that an actual fraudulent intent need 
not be shown if the necessary and probable tendency of defend- 
ant’s conduct is to deceive the public and to pass off his goods or 
business as that of the plaintiff, especially where only preventive 
relief against the continuance of the wrong is sought or granted. 
38 Cyc. 783 (6); 26 R. C. L. 84 § 60. There is nothing to the 
contrary in Carter v. Carter Elec. Co., 156 Ga. 297, 119 S. E. 


~oF 


737 (14 T. M. Rep. 19), in which the use of one’s own name 
was involved. 

5. The trial judge enjoined the defendant “from using the 
words “Drive It Yourself’ and the oval trade-mark design at 
present employed by them on their letterheads, billheads, adver- 
tisements, stationery, and signs on their place of business, or as a 
part of its name”; but further provided in his judgment that it 
should “not be construed as preventing the defendants * * * from 
in any otherwise using the phrase ‘Drive It Yourself’ as indicative 
of the character of their business, whether said phrase be 
incorporated in advertisements, signs, stationery, forms, or 
in any other manner whatsoever except in the oval trade- 
mark design above referred to.” The plaintiff, in _ its 
cross-bill of exceptions, excepts to the latter part of this judg- 
ment, on the ground that the defendants should have been enjoined 
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from using its trade-name in any manner whatsoever. We think 
this position of plaintiff is well taken. If the defendants were 
wrongfully using the trade-name of the plaintiff, they should be 
enjoined from its use in toto, and not only partially. They cer- 
tainly should not be permitted to place its trade-name over the 
front of their building whether in or out of the oval referred to. 
The defendants should have been enjoined from using the trade 
name of the plaintiff in all ways. 

Judgment reversed on the cross-bill of exceptions; main bill 
of exceptions dismissed. 

All the Justices concur. 


Busy TERMINAL Company v. BusH TERMINAL TRUCKING Com 
PANY, INc. 





New York Supreme Court 
July 7, 1924 


Unrarrk Competition—Use or Name “BusH TerminaL”—DisnHonest In 

TENT OR DecePTiION NoT NECESSARY FOR RELIEF. 

Where defendant adopted and used the name “Bush Terminal” in 
its trucking business long after its adoption by plaintiff, it is not 
necessary to hold that the former had any dishonest intent, nor to 
show that the latter’s customers were deceived. 

Same—Same—Proximity oF Bustness—INJUNCTION. 

Where defendant adopted a name long in use by plaintiff and 
engaged in the same business on the same street and in close proxim- 
ity with that of plaintiff, and the similarity of names is so clearly 
calculated to deceive the public, it was almost a matter of course 
to grant injunctive relief. 


In equity. Suit for unfair competition. Injunction granted. 
Harper A. Holt, of New York City, for plaintiff. 
Kramer & Kleinfield, of New York City, for defendant. 


Benepict, J.: This is a motion for an injunction pendente 
lite to restrain the defendant from using the words “Bush Ter- 
minal” in connection with its trucking business. The plaintiff 





operates and has for a considerable period operated as part of 
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its activities a trucking business. Defendant has recently com- 
menced business under this name, and its place of business is situ- 
ated on the same street and in close proximity to the place where 
plaintiff's trucking business is carried on. It is almost a matter 
of course to grant injunctive relief where the similarity of names 
is so clearly calculated to deceive the public, as it is in this case, 
especially where defendant has chosen a location so near that of 
plaintiff (see Lipson v. Feigenbaum, 205 App. Div. 701 [13 
T. M. Rep. 280]). It is not necessary to hold that the defendant 
had any dishonest intent. That is not a material fact (T. A. 
Vulcan v. Myers, 1389 N. Y. 364; Pansy Waist Co. v. Pansy Dress 
Co., 203 App. Div. 585, 588 [13 T. M. Rep. 54]). Neither is it 
material that it is not shown that customers of plaintiff have been 
deceived (7. A. Vulcan v. Myers, supra; Lucile, Lim. v. Schrier, 
191 App. Div. 567 [10 T. M. Rep. 274]). It is earnestly urged 
on the part of the defendant that it does not compete with plain- 
tiff because plaintiff carries on business on a tonnage basis, while 
defendant hires its trucks out on a time basis. The general nature 
of the defendant’s business is the same as that of the plaintiit’s 
trucking department, and the difference mentioned is only as to the 
method of carrying it on. In the case relied on by defendant in 
that connection (Corning Glass Works v. Corning Cut Glass Co., 
197 N. Y. 173) the plaintiff and defendant were engaged in separ- 
ate and distinct lines of business; the defendant confined itself 
to the manufacture of cut glass in which plaintiff had never en- 
gaged. The claim that plaintiff's trucking business is merely an 
incident to its other activities does not seem to be borne out by 
the papers. The plaintiff alleges that it solicits business from 
others than its tenants and defendant’s allegations to the contrary 
appear not to be founded on knowledge. 

The case is very different from those in which it has been 
sought to restrain a person from using his own family name in 
connection with his business, because of the fact that he carries 
on a business similar to that of some other proprietor having the 
right to use the same family name. Certain cases relied on by the 
defendant are of this character. In Chapman v. L. E. Waterman 
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Co., (176 App. Div. 697, appeal dismissed 221 N. Y. 637 [5 T. M. 
Rep. 185]), the question was as to the right to use the name 
“Waterman” in connection with the manufacture and sale of 
fountain pens. In Howe Scale Co. v. Wyekoff, Seamans §& Bene- 
dict, (198 U. S. 118), the question involved was the right to use 
the name “Remington” in connection with the manufacture and 
sale of typewriters. In such cases it has been very properly held 
that a person cannot be prevented from using his own name in 
connection with his own business, whether carried on by himself, 
by a partnership of which he is a member, or by a corporation, 
provided it be done in a manner not calculated to deceive the 
public. In such cases mere similarity of name to that of some 
other concern engaged in the same line of business may not be 
enough to warrant an injunction. It is necessary to show in 
addition actual intent to deceive, or the use of the name in such 
a manner as would be likely to deceive. The defendant does not 
come within the doctrine of such cases. In fact, there is nothing 
to show that the use of the words “Bush Terminal” as part of 
its name would in any legitimate way redound to its advantage. 
There is nothing to show that it could not carry on just as profit- 
able a business under some other name. In the Corning Glass 
Works case supra, the name Corning was an advantage to the 
defendant because the City of Corning had become known as a 


center of the glass manufacturing industry. The locality of the 


Bush Terminal has not, however, any such association with the 
trucking business. And it may be very properly observed that the 
word “Bush” is the family name of the founder and head of the 
business carried on by the plaintiff, while no one of that name is 
connected with the defendant. 

The motion should be granted, with $10 costs. Settle order 
on notice. 
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NatTIionaL Grocery Co. v. Nationa Stores Corporation 
(123 Atl. R. 740) 


Court of Chancery of New Jersey 
March 7, 1924 


Trape-Marks AND Trape-Names—Unrair ComPetTition—“N ATION AL” —GeE- 

OGRAPHICAL TERM—FRAUDULENT INTENT. 

Where it is sought to enjoin the use of a geographical name on 
the ground of unfair competition, it must appear that such use is 
with the fraudulent intent to deceive the public. 

Same—Same—Same—UsE 1N Dirrerent Territory. 

The right to a given name previously adopted in a business lo- 
cated in one locality does not invest the proprietor of that business 
with the right to enjoin the use of the same or a similar name by 


a junior enterprise in another locality where one does not encroach 
upon the other. 


Same—Same—Same—Use or Worp “NationaL” sy CompetTinc CHAIN 

Stores—Ricut to Extenp Use—Dismissat. 

Although plaintiff was first to adopt and use the word “Na- 
tional” as the salient part of its corporate name in conducting its 
chain stores, the subsequent adoption by the defendant of the same 
name in a similar business did not give the former a ground for an 
injunction, as the plaintiff's stores were all located in different sec- 
tions of the state and there was no actual competition. Moreover, 
it was absurd to claim that any intention of extending plaintiff's 
business to defendant’s territory should permit the pre-empting of the 
use of the name “National” at a place where such a supposed busi- 
ness had no customers, and therefore nothing to lose. 


In equity. Suit for alleged unfair competition. Bill dismissed. 


Edwards § Smith, of Jersey City, N. J., for complainant. 
Wall, Haight, Carey & Hartpence, of Jersey City, N. J., for 
defendant. 


Bentiey, V. C.: This is a bill to enjoin the defendant from 
the use of the word “National” in its corporate name or in con- 
nection with its grocery stores. Some confusion appears to have 
existed in the mind of the complainant as to the character of the 
suit under its bill. Its counsel has repeatedly said, both in argu- 
ment and in his brief, that it is not a suit to restrain unfair com- 
petition. However, it seems to me that it must of necessity be 
such a suit, because it is beyond argument that it must fall either 
into the category of such a suit or else of one to protect a trade- 


mark. Manifestly, it cannot be classed among the latter. 
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The complainant was incorporated in 1908, for the purpose of 
conducting what has been described as a “chain of grocery stores” 
in this state, all being located in the northern counties, depending 
for its trade upon the excellence of the commodities dealt in, the 
cleanliness of its stores, the courteous and attractive treatment of 
its customers, wide advertising under the name “National,” and 
the comparatively low prices of its goods, made possible by the 
purchase and sale of very large quantities of goods for which credit 
is not extended, and which the customers are obliged to carry to 
their homes or other destination, no deliveries being made by the 
stores. In carrying on its trade the complainant has built up a 
very valuable business, and has expanded the number of its stores 
from a modest beginning to more than 400. In all of its existence 
it has in all its forms of advertising stressed and made most 
prominent the word “National,” so that its stores are widely 
spoken of colloquially, as ‘“National Stores.” 

In 1922 a corporation was formed, under the laws of this 
state, the name of which was the New Economy Stores Corpora- 
tion, which operated in the central and southern portion of the 
state about 40 stores similar in general character to those of the 
complainant. Following that, in the early part of 1923, another 
corporation was organized, under the laws of the state of Mary- 
Jand, known as National Stores Corporation ( the defendant), and 
was designed for the purpose of acquiring and operating the 
stores theretofore known as the New Economy Stores. This last- 
mentioned company, complying with the statute, secured a certif- 
icate from the secretary of state of New Jersey authorizing it to 
do business. The object of the defendant is to carry on a business 
similar to that of the complainant heretofore described. 

In its advertising in the newspapers the defendant, also like 
the complainant, gives the utmost prominence to the word “Na- 
tional’ appearing in its name, so that any one casually reading such 
advertisements will unquestionably have his attention arrested by 
that single word. In one of the advertisements the word “National” 
appears in letters three-quarters of an inch in height, while the 
letters composing the term “Stores Corporation” are less than 
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one-quarter of an inch in height. In labeling its name upon the 
windows of its individual stores, the defendant also gives like 
prominence to the word “National,” so that any ordinary observer 
would probably fail to pay any attention to the rest of its cor- 
porate name, It is true that a number of differences exist in the 
appearance of the stores of the defendant as distinguished from 
those of the complainant, such as the fact that the former are 
painted an orange color while the latter are a dark green; the 
defendant uses white enamel letters on the outside of its windows 
to proclaim its name, while the complainant has its name in gilt 
letters painted upon the inside of the glass; all three words of 
complainant's name appear in letters of equal size, while the 
defendant’s name appears in letters of two different sizes, those 
composing the word “National’’ being about 14 inches in height, 
while the remainder, forming the words “Stores Corporation’ are 
so small that they are almost negligible. Nevertheless, there is 
such a striking similarity that I feel convinced that the defendant 
has purposely attempted to secure a benefit from the wide and 
favorable impression already made upon the purchasing public 
by the complainant. The testimony of the witness Nussbaum, 
explaining the adoption of the present name in place of the former 
name of “New Economy” Stores Corporation, is exceedingly weak. 
He says that there was an apprehension upon the part of the 
officers that the word “Economy” might import to the housewife’s 
mind an idea that he expressed as “cheapness,” meaning an inferior 
line of goods for the purpose of charging a smaller price. If that 
were so, and I do not think it is, that was no reason for taking 
and advertising the name of another company engaged in a like 
business, except upon the hypothesis just referred to. In addition 
the incorporation of the defendant in this state, where most of its 
business is transacted, in the summer of 1922, and then its sub- 
sequent reincorporation in the state of Maryland about a half a 
year later, where it had no business, is very significant. 


My trouble with the complainant’s case is that no matter how 
sharp this practice may be it does not give rise to a situation with 
which this court can deal. Vice Chancellor Garrison, in the case 
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of Perlberg v. Smith, 70 N. J. Eq. 638, 62 Atl.442, expressed 
this thought when he said: 

“Care must be taken in these cases not to extend the meaning of 
the word ‘unfair’ to cover that which may be unethical but is not illegal. 


It may be unethical for one trader to take advantage of the advertising 
of his neighbor, but his so doing would in many instances be entirely legal.” 


Had the grievance of the complainant been the pirating of a 
trade-mark, a very different situation would be disclosed. The 
testimony was that neither of these companies is engaged in 
manufacturing of any sort, except that the camplainant bakes 
bread, and in the few instances where they are engaged in packing 
goods purchased in bulk under a distinctive trade-name, there is 
no infringement. The grievance is the single one already men- 
tioned, namely, the use of the word which the complainant says 
it has pre-empted in the chain store business in the state of New 
Jersey as against the entire world. That, in my opinion, excludes 
this case from consideration as a suit to enjoin the infringing of a 
trade-mark, and stamps it as one against unfair competition, there 
being, so far as I know, no other class of cases under which it 
can even be argued that it falls. The distinction of the cases is 
that the infringement of a trade-mark is a violation of an exclusive 
right of the complainant to the use of a word, mark, or symbol, 
while unfair competition is much broader, and will be restrained, 
even though the word may be purely generic or descriptive, and, 
as in this case, a common adjective of the language. Dennison 
Mfg. Co. v. Thomas Mfg. Co. (C. C.) 94 Fed. 651; Daviess County 
Distilling Co. v. Martinioni (C. C.) 117 Fed. 186. 

In the case of the infringement of a trade-mark, fraud will 
be presumed; but that element is the very gravamen of a suit for 
unfair competition, and must be pleaded and proved. Elgin Nat. 
Watch Co. v. Ill. Watch Case Co., 179 U. S. 665, 21 Sup. Ct. 
270. 45 L. Ed. 365. 

The general rule is that, where it is sought to enjoin the use 
of a geographical name on the ground of unfair competition, it 
must appear that such use is with the fraudulent intent to deceive 
the public. American Wine Co. v. Kohlman (C. C.) 158 Fed. 
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830; Elgin Butter Co. v. Elgin Creamery Co., 155 Ill. 137, 40 
N. E. 616; Van Horn v. Coogan, 52 N. J. Eq. 380, 28 Atl. 788. 
In this last case Vice Chancellor Van Fleet said in an opinion 
adopted on appeal by the Court of Errors, at page 383 (28 Atl. 
789): 

“But it is contended that a geographical name like Portland cannot 
be a trade-mark, nor be so used as to give the dealer who first adopts 
it an exclusive property in it. This I think, may be conceded without 
impairing, in the slightest degree, the complainant’s right to the protection 
it asks. For, as was said, in substance, by Lord Langdale in the case 
just cited, the question, in cases like this, is not whether the complainant 
has a property in the name by which his goods are distinguished in the 
market, but, on the contrary, the pertinent inquiry is, has the defendant 
a right to use the name by which the complainant’s goods are known for 
the purposes of deception, and in order to attract to himself that custom 
which, without the improper use of such name, would have flowed to the 


complainant? And the answer to the inquiry is, that the defendant has 
no such right.” 


The italics are mine. In all such cases, and in all of those 
cited by the complainant, there has been present the fraudulent 
element indicated by the language of Vice Chancellor Van Fleet 
which I have emphasized. In the case sub judice this necessary 
element to a case of unfair competition is not to be found. Ob- 
viously, by force of the definition of the kind of business in which 
the parties are engaged, each store must draw its trade from a very 
small surrounding territory, because customers obliged to pay cash 
and carry away their purchases will not patronize a store unless 
within their immediate neighborhood. The proofs show conclusive- 
ly that not only has the defendant scrupulously remained out of 
the territory exploited by the complainant, but that the complain- 
ant’s activities have been confined to the northern counties of the 
state, the defendant’s to the southern or central part of the state, 
and that the most southerly of the former is separated by perhaps 
25 or 30 miles from the most northerly of the latter. This being 
so, it can scarcely be said that any unfair competition exists. As 
tersely expressed in 37 Cyc. 760: 


“Of course, there must be actual competition before there can be 
any unfair competition.” 
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For example it was held that druggists and physicians conduct 
businesses, professions, or callings not in competition with each 
other so that an injunction would not lie for unfair competition. 
Clark v. Freeman, 11 Beav. 112. To the same effect is Borworth 
v. Evening Post (37 Ch. D. 449), where it was held that an 
evening paper did not compete with a morning publication, each 
using in its title the word “Post.” 

The complainant goes further in its demands than I think is 
justified when it argues that because under its charter it is 
authorized to do business in any part of the state under its cor- 
porate name it has thereby pre-empted all the markets that can 
be found within New Jersey against any company formed with 
one adjective in its name to be also found in that of the complain- 
ant. Such a rule would be subversive of the underlying principle 
governing monopolies, and would, of course, be highly detrimental 
to the public interest by reason of the stagnation of trade while 
the complainant was making up his mind or securing the capital 
necessary to expand into territory it might properly occupy and 
which it hopes and expects some day to invade. While I know 
of no decision of our own courts in a case on all fours with the 
present case, there are, however, many opinions in other jurisdic- 
tions that make it clear that the right of a given name previously 
adopted in a business located in one locality does not invest the 
proprietor of that business with the right to enjoin the use of 
the same or a similar name by a junior enterprise in another locality 
where one does not encroach upon the other. Such were the cases 
of Eastern Outfitting Co. v. Manheim, 59 Wash. 428, 110 Pac. 
23, 35 L. R. A. (N. S.) 251; Investor Pub. Co. v. Dobinson 
(C. C.) 83 Fed. 56; Olin v. Bate, 98 Ill. 53, 38 Am. Rep. 78; 
Miskell v. Prokop, 58 Neb. 628, 79 N. W. 552; Hygeia Dist. Water 
Co. v. Consol. Ice Co., 144 Fed. 189; Nebr. Loan & Tr. Co. v. Nine, 
27 Neb. 507, 43 N. W. 348, 20 Am. St. Rep. 686; Levy v. Waitt, 
61 Fed. 1008, 10 C. C. A. 227, 25 L. R. A. 190; Hazelton Boiler 
Co. v. Hazelton Tripod Boiler Co., 142 Ill. 494, 30 N. E. 339; 
Bingham School v. Gray, 122 N. C. 699, 30 S. E. 304, 41 L. R. 
A. 243. But the complainant says this rule is not applicable to the 
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instant case, because in the very nature of things, the prospect 
of a so-called chain store business is the constant expanding, 
reaching out, and establishing of new stores in neighborhoods not 
already tapped. Surely, in the great majority of business enter- 
prises, and especially those like the complainant’s, involving a 
business capable of expansion and the investment of large capital, 
there is implied the hope, intention, and design of constantly in- 
vading new territory for the purpose of securing an increasing 
volume of business. For reasons already touched upon, it would be 
absurd to say that any such intention should permit the pre-empt- 
ing of the use of the name at a place and time where such a sup- 
posed business enterprise had no customers or business, and there- 
fore nothing to lose. It is entirely too remote and fanciful for the 
complainant to object to another using a name in a certain locality, 
not because he has already established his trade there, but because 
he may do so in the future. For it is equally probable he may not. 
It is significant that in all the cases cited by the complainant in its 
brief there was an actual competition between the parties, in ac- 
cordance with that portion of Vice Chancellor Van Fleet’s opinion 
in Van Horn v. Coogan, which I have already quoted and em- 
phasized. In none of these cases is there presented the distinguish- 
ing features of this case, to wit, that the parties were so separated 
from each other territorially that by reason of that fact and the 
character of their activities it was impossible for one to injure the 
other. In the case of Hilton v Hilton, 89 N. J. Eq. 149, 102 Atl. 
16, upon which complainant relies, will be found a typical case of 
the distinction I have pointed out between such cases and the one 
at bar. In this case Vice Chancellor Lane distinctly points out at 
page 152 (102 Atl. 16): 

“These stores, or some of them, are in comparatively close proximity to 
some of those of ‘The Hilton Co.’ Joseph now contemplates opening a store 
in Brooklyn, in comparatively close proximity to that of the ‘Hilton Co.,’ 


and another in New York immediately opposite the Nassau Street store of 
the ‘Hilton Co.’” 


In all the cases which the Vice Chancellor used as precedents 
in the Hilton Case the outstanding fact, as expressed in the respec 
tive opinions, was the stealing by the defendant of the complain- 
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ant’s customers, such as the National Biscuit Co. v. Pacific Coast 
Biscuit Co., 83 N. J. Eq. 369, 91 Atl. 126, where the Chancellor 
spoke of the underlying principle of “filching the business of a 
rival.” To like effect are the other cases of International Silver 
Co. v. Rogers, 71 N. J. Eq. 560, 63 Atl. 977; Cape May Yacht 
Club v. Cape May Yacht & Country Club, 81 N. J. Eq. 454, 86 
Atl. 972; R. C. § H. T. Co. v. Rubber Bound Brush Co., 81 N. J. 
Eq. 419, 88 Atl. 210 Ann. Cas. 1915B, 365. 

Much stress has been laid upon subdivision 1, § 8, of “An act 
concerning corporations (Revision of 1896 [P. L. p. 280]),” where 
it is declared: 

“No name shall be assumed, already in use by another [existing] cor- 


poration of this state, or so nearly similar thereto as to lead to uncertainty 
or confusion.” 


I do not see how the complainant can complain of the adoption 
of its name by the defendant, under this statute, except as its right 
may have been infringed, on the theory of unfair competition of 
the trade-mark theory. I agree with the defendant’s counsel that 
this section of the act, so far as individuals may be concerned, is 
but a crystallization of familiar rules as to unfair competition. 
In this connection the complainant gives much weight to the opinion 
in Glucose Sugar Refining Co. v. American Glucose Sugar Refining 
Co. (N. J. Ch.), 56 Atl. 861 not officially reported. Of course, 
in that case the court found actual competition between the parties 
and fraud upon the part of the defendant, and therefore it was 
determined that the complainant was entitled to an injunction, both 
under the eighth section of the Corporation Act and theory of 
unfair competition. When the Vice Chancellor summarized the 
conduct of the defendant in assuming the name of the complainant 
as “inequitable” he used another term for the phrase “unfair com- 
petition’”” which, of course, in its very essence, is inequitable when 
it exists. Were it present in the case at bar, then the complainant 
might secure relief against it, irrespective of the statute, but the 
statute affords no additional right to it. I do not believe that it 
was the intention of the Legislature to lay down a flat rule that 
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was to be applied similarly to a yard stick, irrespective of the 
legal and equitable rights of the parties. 

So far as a fraud upon the act of the Legislature is concerned, 
I do not think the complainant can be heard to speak for the state. 
I am reminded of the language of the Chief Justice in Prindiville 
v. Johnson, 93 N. J. Eq. 425, 427, 116 Atl. 785, 786: 


“So far as the vindication of our laws and policies is concerned, it is 
enough to say that the state does not need his aid for any such purpose, 
and that his assumed status as a representative of the state cannot be 
recognized.” 


Should the section of the state now served by the complainant 
be invaded by the defendant, a new situation will be presented, 
and one with which I am not now concerned or at liberty to express 
an opinion. 

I will advise that the bill be dismissed. 


Jacos Ruppert v. KNICKERBOCKER Foop Speciatty Co., Inc. 
(295 F. R. 381) 


United States District Court, Eastern District of New York 


October 17, 1923 


Trape-Marks—InrriInGEMENT—“KNICKERBOCKER” Usep ON NEAR BEER 

AND ON Matt Extract. 

The use by the defendant of the word “Knickerbocker” and a 
picture of Father Knickerbocker as a trade-mark on malt extract 
was an infringement on plaintiff's right to the use of the word and 
device on near beer secured by a long and prior use, and by registra- 
tion, as the goods are so close as to lead the public to believe that 
defendant’s product was made by plaintiff. 

Same—Same—RiGHT OF MANUFACTURER TO BE Protectep AGainst Rerit- 

LING BY ANOTHER. 

In the case at issue, plaintiff had a right to have sold under its 
name and trade-mark only the product which it produced, and in 
the original packages, since a malt product, when exposed to the 
air, is liable to deterioration. 

Same—Same—“KNICKERBOCKER” AS Part or CorporaTe NAME 

ABLE WITH TRrapE-Mark. 


ENJOoIN- 





The use of the word “Knickerbocker” in defendant’s corporate 
name was enjoined, as neither the public nor the plaintiff would be 
protected against deception, unless its use was also restrained. 
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Same—SaME—RIGHT OF MANUFACTURER OF Beer TO Use Mark on Matr 

Syrup. 

The manufacture of malt syrup by plaintiff held to be a reasonable 
and proper extension of its business as a manufacturer of near beer, 
and the trade-marks used on the latter held to extend to its malt 
syrup. 


In equity. Suit to enjoin trade-mark infringement. Decree 
for complainant. 

C. P. Goepel, of New York City, for plaintiff. 

Watson, Kristeller §& Swift, of New York City (Robert S. 

Kristeller, of New York City, of counsel), for defendant. 


CampsBeELL, D. J.: This is an action on an alleged infringe- 
ment of a trade-mark and trade-name. The plaintiff and _ its 
predecessor have been using the name “Knickerbocker” as a trade- 
mark for beer from 1905 until December, 1918, and as a trade- 
mark for near beer from 1918 to date. 

Plaintiff and its predecessor used this trade-mark on beer in 
interstate commerce, and on August 7, 1906, plaintiff's predecessor 
duly registered his said trade-mark for beer in the United States 
Patent Office, under No. 55, 161, and the same was duly assigned 
to plaintiff on March 25, 1914, and the said assignment duly 
recorded in the Patent Office. Plaintiff used this trade-mark on 
near beer in interstate commerce from December, 1918, to date, 
and on January 6, 1920, registered its said trade-mark for near 
beer in the United States Patent Office under No. 128,507. 

Plaintiff also has been using the picture of Father Knicker- 
bocker, which is the equivalent of the word, in interstate commerce, 
and on April 2, 1912, duly registered its said trade-mark in the 
United States Patent Office under No. 86,002. The plaintiff has 
expended large sums in advertising “Knickerbocker” beer and 
“Knickerbocker” beverages, and its product is generally distri- 
buted in the vicinity of defendant's place of business. The defend- 
ant knew of the plaintiff's trade-marks. 

The plaintiff also makes and sells a malt syrup in cans and in 
bulk, but has not been using thereon the said trade-marks. The 
defendant has not been engaging in the sale of near beer, but has 
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been selling in interstate commerce malt syrup in cans which are 
labeled “Knickerbocker” and contain the picture of Father Knicker- 
bocker. 

Whether near beer be or be not a malt product, the ordinary 
man believes it to be one, because the word “malt” is generally 
associated with beer and near beer, and the words “malt syrup” 
suggest to him a by-product of beer or near beer, and the use of 
the word “Knickerbocker” and the picture of Father Knickerbocker 
in connection therewith would naturally lead him to believe that 
it was one of the plaintiff's products, and thus deceive him. 

This seems to me to be so obvious as not to require the citation 
of any authority in its support, but the substantial identity of goods 
has been before the courts in many cases, and I will only cite 
Church & Dwight Co. v. Russ (C. C.), 99 Fed. 276, in which 
Judge Baker says: 

“Goods are in the same class whenever the use of a given trade-mark 
or symbol on both would enable an unscrupulous dealer readily to palm 


off on the unsuspecting purchaser the goods of the infringer as the goods 
made by the owner of the trade-mark, or with his authority and consent.” 


Defendant claims that the product sold by him is used for 
baking purposes, and that he first used the name “Knickerbocker” 
on malt syrups. This claim, however, loses what little force it 
might have had when you consider that the product dealt in by 
the defendant is essentially a nondiastatic extract, and has more of 
a malty flavor than a diastatic extract, which latter is used for 
baking. 

Defendant contends that the word “Knickerbocker” and the 
picture of Father Knickerbocker are in such common use in the 
city and state of New York as not to indicate any particular ex- 
cellence of the article so marked, and that it is so universally and 
generally known, both as a trade designation and business name, 
that it cannot be appropriated by any one individual business. 
In this I think that the defendant errs, because, whatever use 
may have been made of the name and picture in any other line, 
in the beer or near beer business it has, as the result of its long 
use and liberal expenditure of money by the plaintiff for advertis- 
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ing, come to be associated with products of that character produced 
by the plaintiff, and in that particular line to identify the plaintiff's 
product. 

The word “Knickerbocker” and the picture of Father Knicker- 
bocker, standing by themselves, have no significance other than as 
representing New York, and they have not been used in registering 
trade-marks other than by plaintiff and plaintiff's predecessor, save 
in two instances—one in 1892, for bitters, which is not a malt 
product, the person who registered the same being dead, and there 
being no evidence that he ever used the said trade-mark; the other 
in 1892, for beer, the corporation which registered the same having 
abandoned said trade-mark, and a certificate of such abandonment 
having been filed in the Patent Office before the first trade-mark 
of the plaintiff's predecessor was registered in the Patent Office 
in 1906. 

Pabst Brewing Co. v. Decatur Brewing Co. (C. C. A.), 284 
Fed. 110 (13 T. M. Rep. 1), cited by the defendant, is not an 
authority in the instant case, but clearly distinguishable from it. 
The manufacture of malt syrup by the plaintiff is a reasonable and 
proper extension of its business as a manufacturer of near beer, 
and the trade-marks which it uses on its near beer extend to its 
malt syrup. Anheuser-Busch, Inc. v. Budweiser Malt Products 
Corporation (D. C.), 287 Fed. 243 (13 T. M. Rep. 193). 

Defendant does not manufacture the product it sells, and has 
bought some of its product from the plaintiff in bulk; but this does 
not aid the defendant in the instant case, because it has also 
bought from three others, and has labeled the product sold by it 
indiscriminately with the “Knickerbocker” label. Defendant has 
also bought plaintiff’s product in cans, and has labeled it indis- 
criminately with the five different labels it uses. 

It is apparent that the rights of the plaintiff are infringed 
by the action of the defendant, as products which are not the 
products of the plaintiff are being marketed under its trade-name 
and trade-mark, in a manner calculated to deceive the public and 
injure the plaintiff, and plaintiff is not bound to show that the 
products so sold are inferior to the products produced by it. 
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The plaintiff is further injured, even if the labels containing 
its trade-name and trade-mark are applied only to the malt product 
bought from it in bulk and canned by the defendant, because plain- 
tiff has a right to have sold under its trade-name and trade-mark 
only the product which it produces, and in the original packages 
in which it produces the same, because a malt product, when ex- 
posed to the air, is liable to deterioration. Coty v. Prestonettes, 
Inc. (C. C. A.), 285 Fed. 501 (12 T. M. Rep. 405). 

The use by the defendant of the name and picture used by the 
plaintiff as its trade-mark was, in my opinion, for the purpose of 
gaining the advantage of the plaintiff's reputation and advertising, 
and thus increasing the defendant’s sales, because, if no advantage 
was to be gained by the use of the name and mark which the 
defendant knew the plaintiff used, why did not the defendant use 
a name distinct from that used by the plaintiff? In my opinion, 
the taking by the defendant of the name and picture used by the 
plaintiff as its trade-mark was unlawful. 

Defendant claims to have purchased from three others malt 
syrup labeled “Knickerbocker”; but none of these purchases were 
made more than one year since, and all were after defendant had 
commenced to use the said name and picture. They, therefore, do 
not avail the defendant as an excuse for his action, but, imitation 
being the highest form of flattery, they only go to prove the value 
of the plaintiff's trade-mark in selling products of this character. 

Defendant also made a point of the fact that the color of the 
label used by it differed from the color of the label used by the 
plaintiff; but this does not seem to me to be of much importance, 
because it is the use of the name and picture which constitutes the 
plaintiff's trade-mark, which is calculated to deceive, and not the 
color of the label or the arrangement of the printing thereon. 

To restrain the defendant from using the trade-name and 
trade-mark of the plaintiff on malt syrup, and still allow it to 
use the name of “Knickerbocker Food Specialty Company” in 
advertising on the labels on malt syrup, would lead to an absurdity, 
because it is the use of the name “Knickerbocker,” either with or 
without the picture, on a malt product, that tends to deceive, and 
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I cannot believe that either plaintiff or the public would be pro- 
tected against such deception, unless the use of the corporate name 
of the defendant, as aforesaid, was also restrained. 

Defendant claims that plaintiff is estopped from asking that 
the use of defendant’s corporate name, in connection with the 
sale of malt syrup be enjoined, because plaintiff had sold it some 
of its product and billed it by that name; but this does not seem 
to me to be in accord with the law, because it nowhere appears that 
plaintiff at the time knew that the defendant was using plaintiff's 
trade-name and trade-mark, and that, since such use of such trade- 
name and trade-mark by the defendant protection can be given to 
plaintiff and the public only by enjoining the use of the defendant's 
corporate name in connection with the sale of malt syrup. 

In my opinion the selection of. its corporate name by the de- 
fendant was an attempt to benefit by plaintiff's reputation and 
advertising, and its use should not be permitted. I therefore find 
that the plaintiff is entitled to a decree against the defendant as 
prayed for in the bill of complaint, except that the defendant shall 
pay the amount of damages as the same shall be found, and not 
trebled, and the usual order for an accounting will issue. 

Settle decree on notice. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Appeal in Cancellation 


Kinnan, F. A. C.: Held that no appeal lies from a decision 
of the examiner of interferences denying a motion to dismiss a 
petition for cancellation, and an appeal taken from such a decision 
was dismissed. 

It was held further, however, that the relation of the Com- 
missioner to the examiner of interferences was not in all respects 
the same as that of an appellate court to a lower court and that 
there were exceptional cases in which the Commissioner should 
exercise his supervisory authority and review decisions of the lower 
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tribunal when substantial justice may so require. It was held, 
however, that the instant case did not present facts which would 
justify the exercise of the supervisory authority of the Commis- 


sioner.! 


Conflicting Marks 


Kinnan, F. A. C.: Held that Elic A. Hoffman is not en- 
titled to register the word ““Dreamland,” as a trade-mark for candy, 
in view of the use of the word “Dreams” on the same goods by 


Joshua George Smith, long prior to the entrance of respondent 
into the field. 


The ground of this decision is that the use of the word 
“Dreams” by Smith is a trade-mark use, notwithstanding the use 
of limiting terms with the word in certain cases. 

With respect to the kind of use made of the mark by Joshua 
George Smith, the First Assistant Commissioner said: 


“It is contended, however, on the part of respondent that opposer has 
not used his mark to indicate ownership or origin of goods but merely 
to indicate grade or class. In support of this contention, respondent 
submits various labels and package coverings which show the word 
‘Dreams’ used with chocolate, with the name of the opposer, Smith, with 
other limiting terms, and urges, in consequence, that opposer has not 
used the word ‘Dreams’ alone as a trade-mark even if the opposer’s use 
is held not to indicate mere grade or class. The testimony of opposer, 
however, is to the effect that in many instances the word ‘Dreams’ was 
used alone and that such was understood by the trade to indicate owner- 
ship or origin.” 


With respect to deceptive similarity of the marks, the First 
Assistant Commissioner said: 


“The marks used on the same class of goods would, in my judgment, 
produce confusion or mistake among purchasers. Each mark would im- 
press the casual purchaser with the word ‘Dream’ and the termination of 
respondent’s mark, being less important, would be likely to be less re- 
tained in the mind of the public. Whether or not respondent was aware 


of the opposer’s adoption and use of his registered mark is unim- 
portant.” ? 


‘Kimberly-Clark Company v. American Rotogravure Co., 146 M. D. 
173, July 10, 1924. 


“Joshua George Smith v. Elic A. Hoffman, 146 M. D. 188, July 25, 
1924, 
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Descriptive Term 


Kinnan, F. A. C.: Held that the Pitney-Bowes Postage Meter 
Company is not entitled to register the words “Metered Mail,” as 
a trade-mark for post-marking and stamp-canceling machines hav- 
ing counting attachments, and post-marking and stamping machines 
having counting attachments, and parts thereof, on the ground that 
these words are descriptive of the goods. 

In his decision, the First Assistant Commissioner held that the 
fact that the applicant obtained a registration of these words as 
applied to similar machines under the Act of 1920, estopped him 
from contending that the words were not descriptive, and that the 
words were clearly descriptive, indicating that the machines were 
those which in some way measured the amount of postage necessary. 

With respect to the first point, the First Assistant Commis 
sioner said: 

“It is believed, since marks registered under the 1905 Act are not 
registrable under the 1920 Act, appellant’s obtaining registration under 
the 1920 Act operates as an estoppel of his contention that he is entitled 
to registration of the same mark upon the same class of goods under the 


1905 Act. For this reason alone, it is believed appellant is not entitled to 
registration under the earlier Act.” 


With respect to the second point, after pointing out that the 
machines are set by the postal authorities to show a certain amount 
of postage purchased, and that they then make canceling stamp im- 
pressions on mail matter, recording the number of such impressions, 
the machines becoming locked when the amount previously paid 
for has become exhausted, the First Assistant Commissioner said: 


“It is appellant’s contention that it was the first to coin and use these 
terms, that they were not previously used in connection with mail matter, 
that the correct name for mail of this character is ‘prepaid postage mail’ 
as distinguished from other classes of mail, and that the present use of the 
term by the postal authorities has resulted from the appellant’s adoption 
of the terms upon his machines. It is also urged on behalf of appellant 
that the words sought to be registered do not have anything to do with 
counting the number of pieces, that the terms do not describe the machine, 
or the mail which becomes metered by it. 

“T am unable to reach any other conclusion than that the words are 
descriptive of the function of the machine. Clearly enough, meter means 
measure and measure includes counting, when used in its broadest signifi- 
cance, as well as length, weight, and other physical descriptive character- 
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istics of articles. A machine that is used to meter mail would be re- 
garded by those familiar with postal operations as one which measured, 
in some way, the amount of postage necessary.” * 


Geographical Term 


Kinnan, F. A. C.: Held that The J. L. Hudson Co. is not 
entitled to register the word “Luzona” as a trade-mark for women’s 
underwear, known as Philippine underwear. 

The ground of the decision is that the mark is merely geo- 
graphical and, therefore, not registrable under the statute. 

In his decision the First Assistant Commissioner said: 


“The mark is used on ladies’ underwear, and on the labels showing its 
use there occurs the statement ‘ALL HAND MADE—IN THE PHILIP- 
PINE ISLANDS,’ 

“The ground upon which the registration was refused is that the word 
is substantially the name of the largest island of the Philippine group, and 
this being so, the Statute, Sec. 5-b, of the Act of February 20, 1905, for- 
bids registration of a word which is ‘merely’ a geographical name or term.’ 
Appellant has contended that with the letter ‘a’ added to Luzon, the word 
becomes a merely fanciful coined word and not merely a geographical 
term and, therefore, registration should be granted.” 


After referring to the applicant’s contention that the mark is 
not merely geographical, and the reference to certain decisions as 
to registrable marks, the First Assistant Commissioner said: 


“The island of Luzon is very well known among educated people 
throughout the world. It is a part of the domain of the United States 
and our vessels and citizens are constantly going to and coming from the 
island. A good deal of manufactured material, including that class to 
which appellant applies its mark, is shipped from that country to other 
parts of the United States. It must be held, therefore, that the word 
Luzon has, to the average educated citizen of this country, no other signifi- 
cance than that of a geographical term. To add the single letter ‘a’ to 
this well-known geographical term, and especially when in actual use ref- 
erence is made to the Philippine Islands, does not rob the mark of its 
significance as a geographical term to the average purchaser.” 

€ * * 7 . 


“It is true this word ‘merely’ (in the statute) means only or solely. 
In the various cases to which appellant has invited attention, the terms 
sought to be held registrable were used geographically, it is true, but sub- 
stantially all of them had other recognized uses and meanings. It does not 
appear the word Luzon is used in any other sense than a geographic one, 


* Ex parte Pitney-Bowes Postage Meter Campany, 146 M. D. 149, June 
6, 1924, 
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and has no other significance. It is hence ‘merely geographical’. The 
addition of the letter ‘a’ changes the word such a slight degree that its 
significance to the average person familiar with the word Luzon remains 
the same.” * 


Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that the Original Tire Co. was en- 
titled to register as a trade-mark for tires, inner tubes, linings, 
boots and tire patches composed of rubber, fabric, and rubber and 
fabric, a mark consisting of the representation of a rectangular tag 
having thereon a border composed of two rows of squares of con- 
trasting colors and the word “Checkers” appearing in the white 
rectangle surrounded by the border, notwithstanding the prior use 
by the Checker Cab Manufacturing Corporation, of a mark for 
automobiles, cabs, and trucks, comprising a checkered band sub- 
stantially encircling the car near the upper edge of the body portion 
thereof. 

The ground of the decision is that the goods of the respective 
parties are not of the same descriptive properties under the ruling 
of the Court of Appeals in G. & J. Tire Company v. G. J. G. 
Motor Car Company, 190 O. G. 550, 39 App. D. C. 508 (3 T. M. 
Rep. 243). 

In his decision the First Assistant Commissioner, after refer- 
ring to the argument that the later decisions of the Court of 
Appeals had modified the ruling in the case cited, said: 

“That decision, however, has never been overruled by the Court of 
Appeals and is binding upon this Office. It must, therefore, be held that 
the opposition was properly dismissed on the ground that the goods are 


not such that the use of the respective marks thereon would be likely to 
cause confusion in the mind of the public and deceive purchasers.” 


With respect to the argument that the mark of the applicant 
was not registrable in view of the corporate name of the opposer, 
the First Assistant Commissioner held that the opposer was not 
entitled to argue that question since it was not set out in the notice 
of opposition, citing the case of The Rookwood Pottery Company 
v. The A. Wilhelm Company, 212 O. G. 1691, 43 App. D. C. 1 (5 


*Ex parte The J. L. Hudson Co., 146 M. D. 146, June 4, 1924. 
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T. M. Rep. 152). He held, however, that the mark was not 
merely the name of the opposer and, therefore, registration could 
not be refused on that ground.° 


Kinnan, F. A. C.: Held that the California Cedar 
Products Company was entitled to register, as a_ trade- 
mark for wallboard, a mark consisting of the word DurO, 
the letters of which are associated with a rectangular piece 
of wallboard, two of the corners of the rectangle extending, 
one through the D and the other through the O, and the letters 
u and r being of smaller size than the D and the O and placed 
over the rectangular outline, the representation of the piece of 
wallboard being disclaimed except in connection with the mark as 
shown, notwithstanding the prior use by The Duro Pump & Manu- 
facturing Company, of the word “Duro” as a trade-mark for 
pneumatic pressure systems for pumping, storing and supplying 
water and other fluids, and parts and appurtenances thereof, and 
the prior incorporation of The Duro Pump & Manufacturing Com- 
pany. 

The first ground of the decision is that the goods of the 
respective parties are of entirely different descriptive properties 
and, therefore, confusion would not be likely to result from the 
contemporaneous use of the mark by the two parties. With respect 
to this point, the First Assistant Commissioner said: 


“In my opinion, the examiner of interferences properly held that the 
goods are not of the same descriptive properties. They are for entirely 
different purposes; they are not usually handled by the same class of 
dealers; the goods of the applicant are not such as would be made by 
opposer in the normal expansion of its business. No reason is seen, there- 
fore, for believing that anyone familiar with the products of the opposer 
would, on seeing applicant’s mark on wallboard, conclude that the wall- 
board was made by the opposer. 

“No decision is cited, and I am aware of none, which holds that goods 
so different as those of the two parties to this proceeding can be regarded 
as goods of the same descriptive properties. In all the cases where such 
a holding has been made there has been some connection between the 
goods, or their use, or there has been some relation to lead one to sup- 
pose that the public would confuse either the goods or their origin.” 


*Checker Cab Manufacturing Corp. v. Original Tire Co., 146 M. D. 
167, July 10, 1924. 
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He further held that the mark sought to be registered by the 
applicant was not merely the name of the opposer since it was 


not the entire name and was written in a particular and peculiar 
way. With respect to this question he said: 


“Opposer’s corporate name is The Duro Pump & Manufacturing Co. 
The mark sought to be registered is not merely the word ‘Duro,’ but that 
word arranged in a peculiar and particular way. The word ‘Duro’ as 
appearing in applicant’s mark being, therefore, not the entire corporate 
name of the opposer, and being written in a peculiar way, it is not deemed 
that it can be held to be ‘merely’ the corporate name of the opposer. The 
case is thought to be clearly distinguishable from cases such as Simplez 
Electric Heating Co. v. The Ramey Co., 243 O. G. 793, 46 App. D. C. 400 
(7 T. M. Rep. 266), and the recent decision in National Cigar Stands Co. 
v. Frishmuth Bros. § Co., Inc., 297 Fed. Rep. 348, ... O. G. ..., ... App. 
D. C. ... (14 T. M. Rep. 214).”* 


*The Duro Pump & Manufacturing Co. v. California Cedar Products 
Co., 146 M. D. 175, July 16, 1924. 





